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Part | 


TRADEMARKS AND THE ROLE OF GENERIC NAMES'‘* 


By E. Gifford Upjohn, M.D.** 


Our national economy is built on a foundation of private 
ownership, individual initiative and free enterprise. Because of 
this we are industrially vigorous—tough by the test of rigorous 
competition and not softened by assured markets. Competition 
in a free economy is not limited to price competition. There is 
competition in research. There is also competition in quality. 
Trademarks are the hallmarks of free enterprise which identify 
quality. 

As in other fields, in the drug area there are trade names 
which identify the manufacturer and trademarks which identify 
the source of specific products. Both are essential to competition 
in quality because they allow the physician an identifiable choice 
between competing articles by enabling him to distinguish one 
product from another and also the product of one manufacturer 
from that of another. Trademarks encourage manufacturers to 
maintain quality of existing products and to strive continually 
to make new and better products by securing to the producer 
the benefit of the good reputation and good will which excellence 
creates. The public benefits from this. But trademarks also guard 
the public against being deceived, which is likewise in the public 
interest. In our view, therefore, trademarks foster competition 
in the drug industry rather than impede it, as some would have 
us believe. 

In many fields, in addition to trademarks, there are visible 
and easily recognizable differences in the goods. The average 
buyer can tell the difference, for instance, between a Buick and 
a FORD because they don’t look alike. He may not be able to discern 
all the differences in quality that exist but at least he can tell 


+ 2.14—REGISTRABILITY—GENERIC TERMS. 
* Address given at the 83rd Annual Meeting of The United States Trademark 
Association held in Excelsior Springs, Mo., May 20-21, 1960. 
** President, The Upjohn Company. 
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the two cars apart. With many products, however, including most 
drugs, it is very difficult or impossible for even the sophisticated 
buyer to tell the goods apart by simple inspection without seeing 
the supplier’s trademark. 

The customer cannot see whether the complex vitamin for- 
mula in a multiple vitamin capsule such as our UNIcap vitamins 
meets its label claim. Nor can the pharmacist who sells it to him. 
Both must rely on the good name of the manufacturer and on his 
reputation for care and accuracy. 

The busy practicing physician cannot survey the field and 
determine whether all brands of ointments or suppositories melt 
as they should or whether all sustained-release medication pro- 
vides accurately timed therapy. 

Visual perception does not enable him to tell which brand 
he has without the trademarks and, of course, he can’t personally 
determine differences in value which are demonstrable only by 
highly technical procedures. Trademarks, therefore, are of even 
more importance in these fields to protect the customer on quality. 
In the purchase of medication where unseen differences may have 
an important relation to the treatment of disease, it would appear 
to be natural for both the physician and the consumer to be leery 
of buying unknown brands. 

With these general considerations in mind, then, I would like 
to consider more specifically the importance of trademarks and 
the role of generic names as they apply to prescription drug 
products—pharmaceutical products which under Federal law may 
be dispensed only by or on the prescription of a physician. 


Defining The Problem 


When a new drug is isolated chemists determine its chemical 
structure if it is possible to do so. The chemical then is given a 
name which is descriptive of this structure. Since even standard 
nomenclature employed by chemists permits some variation, the 
name assigned by one chemist may not be identical with that 
selected by another. The two names, however, would describe the 
same compound to anyone skilled in the art. Here, for example, 
is the chemical name for the principal steroid hormone secreted 
by the adrenal cortex: 


118, 174, 21-trihydoxy-4-pregnene-3, 20-dione 


—or it may also be properly designated as— 
4-pregnene-11f, 17a, 21-triol-3, 20-dione. 
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Simple chemical compounds, of course, may have simple 
chemical names such as ethanol for ethyl alcohol. But the more 
complicated the chemical, the more complicated the descriptive 
chemical name becomes. This steroid hormone is quite complex. 

In the interest of simplification, the drug manufacturer selects 
a more suitable generic name in consultation with the Committee 
on Nomenclature of the American Medical Association and often 
indirectly with the corresponding committee of the World Health 
Organization. In many instances this generic name will be an 
abbreviation of the chemical name, although this is not always 
the case. 

The generic name for the steroid hormone described is hydro- 
cortisone, which is much simpler than the chemical name. 

The purpose of the generic name, of course, is to identify a 
chemical compound by a usable and comparatively simple but 
chemically significant common name when it is to be described 
in official compendia or referred to broadly in scientific literature 
without reference to a specific manufacturer. The generic name 
is also a name for others to use when patents expire, the trade- 
mark continuing to belong to the originator. 

The trademark, on the other hand, denotes a particular brand 
of product made by a specific manufacturer and distinguishes it 
from the product made by a competitor. The drug trademark must 
be distinctive. It is ordinarily short, easy to remember and easy 
to pronounce. For these reasons it is a great convenience to 
physicians in writing prescriptions, and a safeguard to the public 
against confusion and possible error. 

corTEF is The Upjohn Company’s trademark for its brand of 
hydrocortisone. The chemical is marketed by other manufacturers 
under a variety of trademarks. 


What’s in a Trademark? 


When a new drug is being made available for the first time, 
information concerning it must be presented to the Food and 
Drug Administration. This information compiled in a dossier, 
known as a new drug application, is a summary of all that is 
known about the drug—its chemistry, its activity, its toxicity, 
and the tests used in the control of its manufacture into pharma- 
ceutical dosage forms. It reports and itemizes the results of all 
of the study, laboratory and clinical, which has been put into 
the development of the new product. On the basis of this infor- 





450 THE TRADEMARK REPORTER Vol. 50 T. M.R. 


mation the Food and Drug Administration is called upon to sat- 
isfy itself that the drug is safe for use in the dosage recommended. 
If the decision is favorable, the new drug application becomes 
effective and the manufacturer may market the product. 

Included in the control procedures are the methods used by 
that company for identification and assay of the drug as well 
as the standards employed. The only standards available at first 
are those proposed by the originator who may publish these 
at his discretion. It is recognized, however, that refinements 
and improvements may be made subsequently as experience 
accumulates. 

All of this development work, know-how and information is 
embodied in the trademark which the manufacturer affixes to his 
brand of the drug. The proposed standardization and control 
procedures must be adequate of course, but equally important— 
the manufacturer obligates himself to live up to these standards. 
His reputation is based on his adherence to these standards. His 
reputation is inherent in his trademark. 

Many drugs, too, cannot be patented, as is the case with 
hydrocortisone, a naturally occurring adrenal steroid. In such a 
ease the trademark is the only trade protection available for the 
company who introduces the product and assumes the develop- 
mental expense. It differentiates the original product from those 
that follow. 

After a drug has been introduced to the medical profession, 
subjected to the test of time and has been established as a useful 
one, it may be considered for inclusion in one of the official com- 
pendia or books of standards, such as the United States Pharma- 
copoeia or the National Formulary. Ordinarily, however, there is 
a considerable lag before the official compendia publish official 
standards in order that, when adopted, such official standards may 
be as dependable as possible. But since they have to apply to 
the industry generally, they must permit some tolerances or lati- 
tude and, therefore, they become minimum standards. 

Any company, particularly the originator of the drug, may 
not be satisfied with these minimum standards and may impose on 
itself more stringent and additional standards. 

It may develop a reputation for doing so. This reputation 
becomes known to the medical profession. 

Most important, no matter what standards are set, is the 
manufacturer’s reputation for living up to those standards. 
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Use uf the Generic Name Versus the Trademark 


The use of brand names or trademarks is the normal and 
traditional method of distinguishing between similar products of 
different manufacturers. The trademark owned by a manufac- 
turer legally is his exclusively. 

In recent months the use of trademarks by physicians in writ- 
ing prescriptions, however, has been subjected to question. If 
the physician writes a prescription for a brand name, the phar- 
macist must fill the prescription with this brand named product. 
If he does not, he is guilty of substitution, unless he calls the 
physician and asks whether he may have permission to fill the 
prescription with something else. 

The question raised is whether this use of trademarks main- 
tains prescription costs at an unnecessarily high level since the 
pharmacist may not make a selection between various brands 
available at varying prices and the patient cannot shop and choose. 
The choice is that of the physician. His choice may not have been 
made on the basis of price alone. 

It has been stated that if doctors were to prescribe drugs 
by their generic names rather than by their trademarks, a sig- 
nificant lowering in prescription costs would result. 


What can be said about the proposal to encourage physicians 
to use generic names in the writing of prescriptions. To begin, 
every drug now has a generic name, chosen by the originator in 
consultation with the American Medical Association. Physicians 
may use generic names now in their prescriptions if they elect 
to do so. The very fact that doctors do not use generic names 
ordinarily in writing prescriptions is of considerable interest and 
significance. Why doesn’t he? 

There are several reasons. First, there is the matter of con- 
venience. There is no question that it is much easier and more 
satisfactory for him to specify the exact product he wants by 
trademark than to write out the more complicated generic name, 
especially where the prescription involves a mixture of more than 
one drug. Similarly there is less chance of error in filling the 
prescription at the pharmacy for a distinctive trademark. 

More important, however, is the fact that the physician simply 
does not want to leave to the pharmacist the choice of the product 
to be used for his patient. He feels that this choice is his re- 
sponsibility. His prime concern is the welfare of his patient, and 
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he wants the patient to have the best available medication. If he 
were to neglect his responsibility in determining the exact medi- 
cation for the patient and his patient were harmed, he might 
be said to have failed to exercise ordinary skill and judgment. 
This could have medico-legal significance. 

The physician is interested in the price that the patient must 
pay for the drug prescribed. He is also interested in the quality 
of the drug dispensed and the reliability of the manufacturer. 
He resents it very much if the druggist presumes to substitute 
something for what has been prescribed without his explicit per- 
mission. We in the industry feel that if the physician or the 
patient wants what he thinks is best, he is entitled to it. 

There are 1,300 pharmaceutical manufacturers. Obviously the 
physician cannot be acquainted with all of these, and he may not 
have confidence in some. On the other hand, there are manufac- 
turers who contact him frequently over the years and in whom 
he has developed great confidence. He knows that some of these 
maintain highly trained scientific personnel and elaborate modern 
equipment to assure the highest quality products obtainable. He 
believes in their integrity. Moreover, some of them maintain 
large research organizations which from his own experience he 
realizes are making important contributions to the advance of 
medical science. He knows that they can be depended upon to 
bring him up-to-the-minute, accurate, and dependable information 
concerning new drugs and new developments in the field. It is, 
therefore, quite natural that he will demand the right to specify 
that his patients receive the products of these manufacturers rather 
than products of some unknown organization. 

It has been implied that drugs of the same generic name 
are the same in all material respects regardless of who makes 
them. This reasoning by those who would have physicians pre- 
scribe by generic names only, simply does not stand up in the light 
of the facts. 

One need only look at the Notices of Judgment under the 
Federal Food, Drug and Cosmetic Act issued by the United States 
Department of Health, Education and Welfare’s Food and Drug 
Administration and its annual reports to document this. 

Further, at the convention of the American Pharmaceutical 
Association in 1959, Dr. Albert H. Holland, former Medical Di- 
rector of the Food and Drug Administration, summarized the 
situation when he said: 
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“The naive belief that if a product was not good, the FDA 
would prohibit its sale is just not realistic. FDA labors long 
and diligently to protect the public but the fact of the matter 
is that it is completely impossible for FDA to check every 
batch of every product of every manufacturer that is mar- 
keted. Hence the integrity and reputation of the manufacturer 
assumes unusual significance where drugs and health products 
are concerned.” 


To the manufacturer, trademarks constitute proprietary rights 
which encourage him to strive constantly for new or improved 
products which are to bear his trademark. 

If the use of trademarks is discouraged, it will most certainly 
tend to discourage research and improvement. In developing a 
product the manufacturer invests not only in the research that 
led to the discovery of the drug and its exhaustive clinical evalua- 
tion, but in the promotional expense necessary to inform the 
medical profession of its existence and create a demand. He 
eannot afford this if he cannot benefit from the demand brought 
about by his initiative and salesmanship. 

He is entitled to some means of differentiating his product 
from that of his competitor who waits until the demand exists 


and then says, “I’ll sell it to you for less because my costs are 
less.” The originator must have a reasonable profit or he has 
no incentive to try to carry on his research to make something 
that is better. 


Who Will Choose 


The basic question in this discussion of the relative merits 
of the use of trademarks or of generic names in prescribing phar- 
maceutical products, however, is something quite fundamental. It 
is the question of who will decide which medication a particular 
patient will use in the treatment of his disease. A corollary ques- 
tion is the basis for the choice. 

Most major manufacturers provide the physician today with 
detailed information concerning their products. It is provided in 
the form of advertising and through the medium of sales repre- 
sentatives. They know that they can do no more than provide the 
information and that the final decision as to what drugs will be 
indicated for any given patient will be that of the physician. They 
know, too, that his experience with the product provides the final 
test of whether he will continue to prescribe a particular brand 
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for his patients. Consequently, most manufacturers make a con- 
certed effort to provide information which will show where their 
products can be used to best advantage, where they should not 
be used, and what precautions should be taken in their use. 

With this information at hand in addition to any that he 
may receive through other sources such as medical meetings, 
medical journals, conferences, and so on, the physician is capable 
of making an intelligent choice. His choice, more often than not, 
calls for a trademarked product specifically. 

Now what actually happens if the physician does not specify 
a particular brand: but instead prescribes by generic name. Ob- 
viously, the choice of what product the patient will receive passes 
to the pharmacist. He, in turn, has several possible courses of 
action. He ean fill the prescription with a product of a reputable 
manufacturer even though its brand is not specified. Probably 
most pharmacists would do this. This alternative, however, does 
not satisfy the proponents of prescriptions written in generic 
terms for their objective is to obtain drugs at lower cost. Drugs 
of comparable quality usually compete at comparable prices. 

Therefore, the second alternative is for the pharmacist to fill 
the prescription with a less expensive brand of the drug and 
charge the customer a correspondingly lower price. This is what 
the proponents desire, but whose brand will the pharmacist use 
and on what basis will he choose the brand? The physician who 
does not know where his patient will take his prescription to be 
filled has no idea what will be used in filling it. 

The third alternative is for the pharmacist to fill the pre- 
scription with the preparation which costs him the least, but 
charge the patient the same as he would have had he supplied 
the best, and pocket the difference. No conscientious pharmacist 
would do this, but with prescribing done by generic name, there 
can be little control of this third situation. Obviously this would 
not lower consumer drug costs. 

At the present time this latter kind of deception, practiced 
only by an occasional unscrupulous pharmacist, can be detected 
and enjoined if the physician prescribes by trademark. There 
exists today some substituting of less expensive products for trade- 
marked items while charging the price for the trademarked prod- 
ucts. This practice is a deception on the customer who thought 
he obtained the genuine product called for on his prescription 
but was not aware he had not received it. The Upjohn Company 
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has litigated in such substitution cases on the basis that substi- 
tution constitutes infringement of Upjohn trademarks and willful 
unfair competition. 

In summary, trademarks for prescription drugs serve many 
important functions in providing protection for the physician, 
for the industry and for the public. 

Federal law limits the sale of prescription label drugs to 
those who have a prescription from a qualified physician. There- 
fore, the manufacturer does not advertise or sell prescription 
products directly to the ultimate consumer. Since the physician 
has the right and the power to exercise his judgment and select 
the product he believes best suited for his purpose, the manufac- 
turer’s trademark does not confer any unusual or unhealthy re- 
striction. Moreover, the physician can now elect to preseribe by 
generic name if he chooses to do so. All drug products known 
by the same generic name are not equivalent or of the same 
quality. It does not necessarily follow that a prescription will 
cost less if the drug is prescribed by generic name. 

Discouraging the use of trademarks would have a detrimental 
effect on the practice of medicine and on the future of the phar- 
maceutical industry. We can see no rational justification for se- 
riously considering such proposals. 
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THE TERRITORIAL ASPECTS OF TRADEMARK 
RIGHTS IN SWITZERLAND*? 


By D. C. Maday** 


Interested parties in other countries are concerned over the 
activities in the United States resulting from the recent decisions 
in the French perfume eases.’ Indeed, if the provisions of House 
Bill 7234 (the Celler Bill) should actually become law this would 
mean that a United States trademark registration would no longer 
afford adequate protection to a registrant against importations of 
products bearing the trademark where it has been legitimately 
affixed by another person or firm outside the United States.? This 
would constitute a disturbing derogation of the basic concept 
of so-called territoriality of trademark rights. This concept has 
been generally recognized by all countries and also by the Inter- 
national Conventions.* Actually, this concept appears to be the 
best practical way to avoid conflicts between the laws of various 
countries.* 

For a foreigner, it is difficult to understand that antitrust 
policies could actually override the basic principles of trademark 
protection. This difficulty is increased when it is noted that such 


a development would probably be disadvantageous to United States 
industry. American trademark owners would be unable to prevent 
importations of foreign products bearing their registered trade- 
marks while interested foreign firms could nevertheless rely on 
full trademark protection in their respective markets. 





* The problem of protection of U. S. trademark registrants against importation 
of genuine foreign-made products has caused much discussion in the United States 
since the district court’s decision in the perfume antitrust cases, U. S. v. Guerlain, Inc., 
et al., 155 F.Supp. 77 (47 TMR 1087) (S.D. N.Y., 1957), and 172 F.Supp. 107 
(49 TMR 485) (S.D. N.Y., 1959). Shortly after this decision, H.R. 7234, the Celler 
Bill, was introduced. Articles covering this Bill were published in 49 TMR 674 and 
49 TMR 707 (July, 1959). 

In the light of the interest in this matter readers may be interested in the following 
article discussing the problems from the viewpoint of a country applying the strictest 
territorial concept with regard to trademarks under various circumstances.—Ed. 

t+ 10.—FOREIGN LAW. 

** Attorney at Law, Vevey (Switzerland). 

1. U.S. v. Guerlain Inc. et al., 49 TMR 485. 

2. About the purposes and the contents of said Bill see the article by Prof. W. J. 
Derenberg, Current Trademark Problems in Foreign Travel and the Import Trade, 49 
TMR 674. 

3. Paris Convention as revised in London in the year 1934, art. 6 quater; Inter- 
American Trade Mark Convention of 1929, art. 11. 

4. For the intricate problems arising when United States courts are called upon 
to decide trademark conflicts which really belong under foreign jurisdiction, see Steele 
v. Bulova Watch Co., 95 USPQ 391, 43 TMR 57 and Vanity Fair Mills Inc. v. T. Eaton 
Co. Ltd., 109 USPQ 438, 45 TMR 1191. 
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In view of the possible repercussions on the international field 
it may be of interest to review the decisions of the Swiss Supreme 
Court with regard to legal intervention against importations of 
foreign products bearing genuine trademarks. 


Pertinent Sections of the Swiss Trade Mark Law 


The Swiss Trade Mark Law was enacted in the year 1890. 
Amendments made in 1928 and 1939 have not changed the basic 
structure of the law which is rather old fashioned. The territorial- 
ity of trademark rights is not specifically set forth in the law but 
this concept was indirectly adopted by the 1939 revision when 
art. 11, concerning trademark assignments, was amended to comply 
with the new art. 6 quater of the revised International Paris Con- 
vention. Although Swiss trademarks can only be validly trans- 
ferred “with the good will” of the business, it is sufficient if the 
transfer only covers the business portion which takes place in 
Switzerland. 

For the purpose of this review the pertinent section is art. 24 
lit. (¢) which reads as follows: 


Art. 24 


In accordance with the provisions set out in the following 
articles civil or criminal proceedings can be brought against 
a person 

ew 

(c) who sells, distributes and/or puts on the market prod- 
ucts or merchandise carrying a trademark which he knows to 
have been counterfeited, imitated or affixed illegally; ... 


Decisions of the Swiss Supreme Court 


1. The CHARTREUSE case 

The oldest case on the subject concerned the world-famous 
liquor CHARTREUSE which had been manufactured in France for 
centuries by monks under a secret process of the Catholic order of 
the Benedictines. There was a strong anti-Catholic movement in 
France at the beginning of the twentieth century and the French 
government sequestered monasteries and other property belonging 
to the Catholic Church without payment of any kind. 

The Benedictines foresaw this development and as a matter 
of precaution had arranged for a Swiss trademark registration 
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in the personal name of one of their monks called Celestine Marius 
Rey. They also set up a new manufacturing center for the prep- 
aration of their liquor CHARTREUSE in Tarragone (Spain). After 
sequestration of their property in France the Benedictines started 
to supply the Swiss market from the new source. However, the 
French government also continued manufacturing CHARTREUSE and 
soon Spanish and French cHarTREUSE competed on the Swiss 
market. 

On the strength of the Swiss trademark registration in the 
name of C. M. Rey the Benedictines successfully enjoined the sale 
of CHARTREUSE liquor manufactured in France. In two decisions 
dated February 13, 1906 and November 10, 1908,° the Swiss Su- 
preme Court held that the Swiss distributors of French cHARTREUSE 
had been guilty of trademark infringement and the lower Cantonal 
Court was instructed to render judgment on this basis. 

The motivation behind these decisions was essentially based on 
two arguments. First, the sequestrations in France took place with- 
out any indemnity and was thus contrary to the Swiss public 
policy; and secondly, the Benedictines, acting through Mr. C. M. 
Rey, could rely on formal Swiss trademark registrations which 
were upheld in spite of attacks by the French government. 

It is to be noted that these decisions were rendered in penal 
infringement proceedings. One of the defendants was held guilty 
even though he had openly displayed Spanish and French cHar- 
TREUSE liquor side by side in his shop. 


2. The Hoffmann LaRoche case 

The next case concerned the trademark pDIiGALEN and others 
which were registered in Switzerland by the pharmaceutical firm 
of Hoffmann-LaRoche in Basle. In Germany and Austria corre- 
sponding trademark registrations had been effected in the name of 
associated companies that were authorized to manufacture and 
sell the same kind of pharmaceutical products under license agree- 
ments with the Swiss Hoffmann-LaRoche firm. Thereupon, a third 
party imported and sold in Switzerland genuine picaLEN and other 
pharmaceutical products manufactured by Hoffmann-LaRoche’s 
associates in Germany and Austria. 

In a decision dated December 17, 1924° the Swiss Supreme 
Court dismissed criminal infringement proceedings brought by 
the Swiss Hoffmann-LaRoche firm against the independent im- 


5. Rey et al. v. Jaccard et al., ATF (Arréts du Tribunal Féder4l) 32 I 148 and 
34 I 800. 
6. F. Hoffmann-LaRoche § Cie A.G. v. Beust § v. Schwarzenbach, ATF 50 I 328. 
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porter. It specifically rejected the concept of territorial trademark 
rights and held that a product on which a trademark had been 
legitimately affixed in the country of origin could also be imported 
legitimately into Switzerland. The decision also mentioned the 
fact that, economically speaking, the German and Austrian manu- 
facturers were closely related to the Swiss Hoffmann-LaRoche firm 
and that the packages of the Austrian licensee bore the name of the 
Swiss Hoffmann-LaRoche firm (as licensor). 


3. The LUX soap case 

The basis for the present policy in Switzerland was set forth 
in a decision rendered on February 12, 1952’ in civil infringement 
proceedings concerning the importation of Lux soap from the 
United States. The plaintiffs, Sunlight A. G., were a subsidiary of 
the international Unilever group and as such they had been manu- 
facturing and selling Lux soap in Switzerland for many years. 
Sunlight A. G. had also registered the Lux trademark in Switzer- 
land in its own name. The defendants imported and sold Lux soap 
manufactured and distributed in the United States by the firm 
Lever Brothers, New York, likewise a subsidiary of the Unilever 
group. In spite of custom duties the American Lux soap was 
offered for sale in Switzerland at a substantially lower price 
than the Lux soap manufactured in Switzerland by the plaintiffs. 

The Swiss Supreme Court held that Sunlight A. G. could 
enjoin the defendants from importing and selling genuine Ameri- 
can LUx soap even though both the Swiss Sunlight A. G. and the 
U. S. Lever Brothers belonged to the same international Uni- 
lever group. The Court explained at some length that as a result 
of the revision of the International Paris Convention and the 
corresponding adjustments of the national legislation the terri- 
toriality of trademark rights had come to be recognized as part 
of the Swiss law. 

Two points of the Lux decision are of particular interest: 


(a) The Court merely had to decide about granting a civil 
injunction and, therefore, the delicate question of good or bad 
faith on the part of the importer was less important than in 
the previous cases which involved criminal infringement pro- 
ceedings. The Court actually stressed this difference in its 
decision. 


7. Seifenfabrik Sunlight A. G. v. Migros Genossenschaftsbund et al., ATF 78 II 
164. A summary was also published in the review of the International Bureau at Berne, 
La PROPRIETE INDUSTRIELLE, 1953, p. 52. 
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(b) Notwithstanding the restrictive wording of art. 24(¢) of 
the Swiss Trade Mark Law the Court adopted a new ex- 
panded interpretation under which a trademark legitimately 
affixed by another firm in a foreign country becomes, in effect, 
a counterfeit if the product bearing the mark is thereafter 
imported into Switzerland without the consent of the owner of 
the registration in Switzerland. This interpretation of art. 
24(c) has actually become the cornerstone of the Swiss law 
on the subject. 


4. The SABA case 

The principles laid down in the Lux case were further de- 
veloped in a decision rendered on October 17, 1958 in a criminal 
infringement proceeding concerning the importation of German 
radios bearing the mark sasa.* Here the German firm Saba had 
created a wholly-owned Swiss subsidiary which acquired the Swiss 
trademark rights for sana by means of a duly recorded trademark 
assignment. Thereafter, the Swiss subsidiary appointed the firm 
Werder & Schmid A. G. as exclusive licensees and distributors for 
the sale of saBa radios in Switzerland. The defendants had im- 
ported genuinely marked saza radios directly from wholesalers in 
Germany. 

Even though the plaintiffs could rely on formal Swiss trade- 
mark registrations in the name of the Swiss Saba Company the 
Supreme Court found in favor of the defendants. This apparent 
deviation from the precedent set in the Lux case was not primarily 
due to the differences between civil and criminal infringement pro- 
ceedings but to the absence of one basic condition i.e., the danger 
of confusion of the public. Indeed, the Court dismissed the action 
because all radios sold under the sapa brand actually emanated 
from the same source. There was no difference whatsoever between 
the saBA radios imported independently by the defendants and the 
ones sold by the plaintiffs. Consequently, there could not be any 
confusion of the public as to the source of origin of the goods. 


5. The gramophone record case 

The most recent decision dated March 13, 1959 was rendered 
in a criminal infringement proceeding concerning the importation 
of American gramophone records bearing the marks HIS MASTER’s 





8. Saba Radio-, Televisions-und Elektro A. G. und Werder & Schmid A. G. v. 
Eschenmoser, ATF 84 IV 119. 
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voice and cotumsiA.® The English plaintiffs were registered owners 
of the trademarks His MASTER’s VOICE and coLUMBIA in Switzerland 
although, in the United States, records bearing the same trade- 
marks were then currently manufactured and sold by the American 
firms, RCA Victor and Columbia. 

The Supreme Court found in favor of the plaintiffs against a 
Swiss firm which distributed American records marked nis Mas- 
TER’S VOICE and coLumBia. The Court stressed the essential differ- 
ence between the facts of this case and those in the Saba case. 
Inasmuch as American and British records bearing the trademarks 
HIS MASTER’S VOICE and COLUMBIA were made by different firms, 
there was here a danger of confusion of the public, although the 
records concerned might well be of equivalent quality. The Court 
did not examine whether the English plaintiffs and the American 
firms RCA Victor and Columbia were actually related companies. 

This decision was an important step forward because it shows 
the specific adoption of an extensive interpretation of art. 24(c) 
of the Swiss Trade Mark Law also for the purpose of criminal 
infringement proceedings.” 


Conclusion 


The Swiss law established gradually over a period of more 
than fifty years may be summarized as follows: 


A. In spite of the restrictive wording of the pertinent stat- 
utes the Swiss Supreme Court has interpreted the same in such 
manner as to enable the owner of a Swiss trademark registration to 
object to the importation and sale of products on which his pro- 
tected trademark has been legitimately affixed by another firm in 
the foreign country of origin. The first decisions in the CHARTREUSE 
case relied substantially on the auxiliary argument of the Swiss 
public policy but today the territoriality of trademark rights has 
become an accepted principle of the Swiss law and is applied as a 
matter of course.” 





9. Electric and Musical Industries Ltd. v. Delachaux et al., ATF 85 IV 53. 

10. Of course, penal sanctions imposed in such cases will be rather light, mostly 
a fine; but in theory, the defendants could be sentenced up to one year in prison! 

11. The concept of territoriality combined with considerations of public policy 
has also been repeatedly applied in Switzerland and other European countries in con- 
nection with conflicts about trademarks of nationalized enterprises in East Germany 
and other communistic countries. As a rule, the courts in the Western countries refused 
to recognize the transfer of trademark rights as a consequence of foreign nationaliza- 
tions without adequate indemnity. Such nationalizations are considered contrary to the 
public order of Western countries and thus they cannot automatically include trademark 
rights which are primarily subject to the national law of each country. See decisions 
of the Swiss Supreme Court dated September 25, 1956, re Vereinigte Carborandum-und 





THE TRADEMARK REPORTER Vol. 50 T. M.R. 


B. According to the Swiss practice successful intervention 
against the importation of genuinely marked foreign products 
depends on two essential conditions: 


(1) Difference of trademark ownership. In the foreign coun- 
try of origin the trademark concerned must be registered in 
the name of another firm or company other than the Swiss reg- 
istrant.” 


(2) Danger of confusion of the public. According to the law 
as set forth by the Swiss Supreme Court there must be some 
difference between the products sold by or on behalf of the 
owner of the Swiss trademark registration and the correspond- 
ing product imported and sold under the same trademark by 
another. 


C. It is immaterial whether the various trademark owners in 
different countries are associated by contractual arrangements, 
share ownership or otherwise. Neither does it matter whether the 
owner of the Swiss trademark registration has a manufacturing 
activity in Switzerland. Last, but not least, it is irrelevant how 
the different products bearing the same trademark compare as to 
quality. 


D. In view of the latest decision in the gramophone record 


case, relief may be obtained by either civil or penal infringement 
proceedings. 


Elektritwerke Nationalunternehmen v. Bureau Fédéral de lq Propriété Intellectuelle 
(ATF 82 I 196) and September 13, 1957 re Koh-i-noor Bleistiftfabrik L. & C. Hardt- 
muth Nationalunternehmen vy. Fabrique de Crayons Koh-i-noor L. g& C. Hardtmuth 
S.d.r.l. and others (ATF 83 ITI 312). 

12. This article deals only with specific aspects of the trademark law. It is to be 
noted that there can be other means of legal interventions on the basis of the law con- 
cerning unfair competition, for instance if an importer has fraudulently induced his 
foreign supplier to disregard contractual export undertakings and thus to upset exclu- 
sive agency arrangements etc. 
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NOTES FROM OTHER NATIONS 
Edited by L. L. Gleason 


German Federal Republic (West Germany) 
Protection of Firm Name Under Unfair Competition Law 


The following translation of a decision by the Civil Senate 
of the German Federal Supreme Court (Bundesgerichtshof) is 
set out in full because of its interest in connection with the en- 
forcement of the Unfair Competition Law in West Germany. The 
decision, dated June 9, 1953, deals with the use of the names 
Dun and Dun & Bradstreet by German firms which had derived 
their rights at different times from the American companies bear- 
ing those names. 


1. The use of the firm name must be in line with ethical practice, 
like any other phase of commercial activity. 

Any right to the use of a firm name—no matter how it was acquired 
or how long it has been used—may be objected to in accordance with 
Par. 13 Unfair Competition Law, as soon as the actual business circum- 
stances of the user of the firm name come into contradiction with the 
meaning of the firm name, so that the firm name becomes misleading. 


2. The right to use a firm name originates with the adoption and 
use of a firm name by the proprietor of the firm and the adopted firm 
name is subject to the protection of Par. 16 Unfair Competition Law if, 
and as long as, it is used in a proper manner. 


Unfair Competition Law Pars. 3, 13, 16 


1. Zivilsenat. Decision of June 9, 1953, in re Auskunftei D-E (De- 
fendant) v. Auskunftei W. Sch. (Plaintiff) I ZR 97/51. 


I. Landgericht Frankfurt (District Court) 
II. Oberlandesgericht Frankfurt (Superior Court) 


The plaintiff conducts a large business-information agency in H., 
with many branches in other German cities. This firm, called “W. Sch.— 
Deutsche Auskunftei (vorm. R. G. D. & Co.) GmbH” consists of two 
previously independently active firms, merged since 1937: 1. the plaintiff’s 
original firm, “W. Sch. GmbH” and 2. “Deutsche Auskunftei (vorm. R. 
G. D. & Co.) GmbH.” The defendant likewise conducts a commercial 
information agency, since 1949, with numerous German branches under 
the registered firm name “D. Europa GmbH.” 

The plaintiff considers this firm name an infringement on its rights, 
specifically because of the “D.” component of its own firm name, which, 


+ 10.—FOREIGN LAW. 
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due to the extended activities of the plaintiff’s firm, has won recognition 
in interested circles, through use. Plaintiff demands that defendant cease 
and desist from use of the name “D.” either by itself or in the firm name 
“Auskunftei D. Europa GmbH”, as used up to now, in designating de- 
fendant’s business, and that an amount be determined for the defendant 
to pay to the plaintiff, in compensation of damages that have been or 
are being done through the use of said name. 

Plaintiff’s firm name came about through the following developments: 


The large-scale American information agency R. G. D. & Co. of 
New York conducted a business in Berlin under the same name since 
1875, with numerous German branch-offices. During World War I, upon 
entry of the U.S. into the war, this business was placed into custodianship, 
and the custodian, through notarized contract of April 11, 1918, sold the 
German business with all branch offices to H. The buyer was granted 
the right to retain the firm name R. G. D. & Co. with or without the 
component “formerly.” H., to continue the business, founded in April 
1918, together with several partners, the “Deutsche Auskunftei GmbH”, 
merging into it the R. G. D. & Co. which he had acquired by purchase. 

The Deutsche Auskunftei has ever since added the words “formerly 
R. G. D. & Co.” to the firm name. 

The principal firm, R. G. D. & Co. of New York, in 1921, upon con- 
elusion of World War I, signed an exclusive contract with Deutsche 
Auskunftei GmbH, governing the exchange of information, and by the 
terms of which R. G. D. & Co. of New York would obtain all information 
regarding German affairs from Deutsche Auskunftei and the latter would 
obtain all information pertaining to foreign countries from R. G. D. & Co. 
of New York. The American firm raised no objections to the continuance 
of its former Berlin business by Deutsche Auskunftei or the retention 
of the phrase “formerly R. G. D. & Co.” in the firm name. 

The original firm of the plaintiff W. Sch. came into a closer rela- 
tionship with the American firm R. G. D. & Co. in 1933, when the American 
firm merged with the large English firm B. in London, under the firm 
name D. & B., with which English firm W. Sch. had had an exchange 
arrangement similar to the one Deutsche Auskunftei had with R. G. D. 
& Co. 

An agreement was reached in 1935 between W. Sch. and D. & B., 
wherein the two firms defined and restricted their European areas of 
interest, especially dividing proportionately their interests in Italy, Hol- 
land and Switzerland. The problem of the exclusive exchange arrangement 
with Deutsche Auskunftei was solved in that W. Sch. bought out Deutsche 
Auskunftei (formerly R. G. D. & Co.) which thereby became the present 
firm, and concluded a new exchange arrangement with the firm of D. & B. 
Ine. of New York, regulating all areas of interest involving the plaintiff, 
the firm D. and the firm B. throughout the world. Whether the undated 
draft of the agreement presented in evidence contains all the points of 
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agreement between the parties or whether it has even ever been signed 
by both sides has not been determined. But the litigants do not deny, in 
any case, that the relations described in the agreement were such in actual 
practice from 1937 until September 1, 1949. As of this date the firm of 
D. & B. notified the plaintiff on August 1, 1949, D. & B. would sever 
business connections with the plaintiff and discontinue the exchange. 

After World War II, in November 1948, there were negotiations be- 
tween the plaintiff and D. & B. with a view to establishing closer relations. 
These negotiations failed. On January 25, 1949, two former employees 
of Deutsche Auskunftei, who had also worked in executive capacities for 
the plaintiff, since 1937, founded the defendant company for the purpose 
of giving out business information and market reports . . . particularly 
exchange of information with D. & B. Ine. of New York and its numerous 
branches and subsidiaries known in most countries of the world under 
the name “D”. 

As early as January 3, 1949, the two founders of the defendant com- 
pany had come to an agreement with D. & B. of New York, that the 
American firm would obtain its German information from the company 
about to be founded, and that the latter would obtain foreign infor- 
mation from D. & B., and would obtain the right to use the name “D.” 
as part of the firm name. 

The defendant company was registered on April 21, 1949, under the 
name “Auskunftei D. Europa GmbH”, with branches in several cities. 
The defendant company was partly capitalized by D. & B. of New York. 

The defendant’s point of view is that the plaintiff has not acquired 
any right to use the name “D.” in its firm name. It contends that R. G. D. 
& Co. of New York had granted the use of its name only for the duration 
of the mutual exchange arrangement between the plaintiff (and its legal 
predecessor) on the one hand, and R. G. D. & Co. on the other. With 
the termination of the relationship, plaintiff’s right to this use of the 
name had expired, and it alone, the defendant, had the legal right, on 
the basis of its relationship to D. & B., to use the name “D.” in this field 
in Germany. 

The defendant therefore asks that the plaintiff’s suit be rejected and 
files counter-suit, asking that the plaintiff be enjoined from the use of 
the component “formerly R. G. D. & Co.” in its name, and from use of 
the word “D.” in commerce. 

The courts of 1st and 2nd instance allowed the plaintiff’s suit, and 
rejected the counter-suit. 

Review was successful. 


For These Reasons: 


I. The Court of Appeals considered the plaintiff entitled to use the 
component of the firm name “R. G. D. & Co.” without or with the in- 
dication “formerly” or the name “D.” alone, and to use it exclusively in 
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the German business information field. It bases the justification for this 
on the alienation of the former American firm of R. G. D. & Co. of Berlin 
through the state-appointed custodian of enemy property in the notarized 
contract of April 11, 1918, with H. 

Through this contract, the Court of Appeals reasons, the buyer had 
acquired the right to continue use of the previous firm name with or 
without the “formerly”, and this right was transmitted, by another sale, 
to Deutsche Auskunftei, from which the plaintiff re-acquired this right 
through merger with this organization. Granted that the custodian of 
enemy property had no actual right to alienate the original property, 
since his function was limited to administering and protecting enemy 
property. Therefore the contract made by the custodian, who acted beyond 
the limits of his legal power, first remained pending and ineffective, but 
later became fully effective by consent of the American firm. 

In regard to this consent, the Court of Appeals leaves it a moot 
question whether the contract of April 11, 1918 was concluded, and consent 
thereto given, by an authorized attorney of the American firm, or if such 
consent would have been effective during the war, in view of German 
and American regulations governing trade with the enemy. The court 
considers it consent, in any case, that the American firm, being the only 
party with a true legal right, not only did not make use of the possibility 
provided by the Versailles treaty, to revoke the contract, but even con- 
firmed it by concluding an agreement for the exchange of information, 
and continued for 30 years to maintain business and contractual relations 
with Deutsche Auskunftei and, after its merger, with plaintiff itself. 

The Court of Appeals reasons that this transfer of the business con- 
stituted a justified basis for the claim of the plaintiff that defendant should 
be enjoined from use of the name “D.”, and that the defendant was 
bound to pay damages caused the plaintiff through defendant’s use of the 
name “D.” and its conducting of a business called D.-Europa. 


II. The decision of the Court of Appeals regarding the rights of the 
contestant parties to the use of their respective firm names does not stand 
up under re-examination. Even if the assumption of the Court of Appeals 
is correct, that Deutsche Auskunftei GmbH, in conducting the former 
branch in Berlin of R. G. D. & Co. had thereby effectively acquired the 
right to retain this firm name, and that this right, through merger in 
1937, transmitted itself to the plaintiff, yet this right is not an adequate 
base for plaintiff’s claim, since now principles of fair competition negate 
the plaintiff’s right to retain the derived firm name. 

The use of a firm name must be in line with ethical practice, like 
any other phase of commercial activity. Any right to the use of a firm 
name—no matter how it was acquired or how long it has been used— 
terminates as soon as the actual business circumstances of the user of 
the firm name come into contradiction with the contents of the firm name, 
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so that the general public would draw erroneous conclusions from the 
retention of the firm name in regard to the actual business circumstances 
of such firm, its collaboration with other named firms or the extent of the 
sources of information at its disposal. Such is the case here. 


The American firm R. G. D. & Co. represented, and represents under 
its present name D. & B., undoubtedly one of the largest of international 
business information agencies, with hundreds of branches, subsidiaries 
and associate companies which purvey business information under the 
name D. in most parts of the world. It is unthinkable that an enterprise 
of such dimensions should have remained unknown to interested circles 
in any country, including Germany. When therefore an old and well- 
known German information agency, such as the original firm of the plain- 
tiff, adopts a component in its firm name that corresponds to the firm 
name of the long established American firm, then it is unavoidable that 
this suggests, in commerce, a permanent business connection. 

Nor does it matter in this connection, that plaintiff utilized the com- 
ponent of this firm name in the form of a sequel. On the one hand, the 
inconspicuous addition “formerly” is readily overlooked by casual readers; 
on the other hand, there are also decisive reasons why the component 
“formerly R. G. D. & Co.” would be of special significance, beyond being 
a mere indication of history, in the eyes of even observant readers. The 
normal clause of succession in company names expresses the legal and 
economic position of a business which succeeds a discontinued enterprise. 
In the present case, however, the enterprise was definitely continued, and 
to the greatest possible extent, by the acquisitor of R. G. D. & Co., first 
under his old and later under an amplified name. Interested circles must 
therefore conclude from the taking over by a well-known German firm of 
a former branch of an American firm in the same line of business, that 
this is not a simple succession to the business of the German branch office, 
but that the two co-existing enterprises have joined in active and per- 
manent collaboration. This supposition is reinforced by the fact that 
active exchange arrangements did actually exist for decades between the 
two firms. This fact is known to interested circles. Plaintiff itself un- 
deniably and purposefully emphasized the exchange arrangement in its 
competitive activities. It represents the high value of 500,000 DM which 
the plaintiff ascribes to the retention of the component “formerly R. G. D. 
& Co.”. In this manner, the clause of succession in the plaintiff’s firm name 
inevitably became the expression of an active collaboration, which, after 
severing of relations, no longer corresponded to actual fact. 

The retention of the “formerly” component in the firm name would 
now be tantamount to deception in commerce, as to the collaboration of 
plaintiff and the American firm, and as to the origin of plaintiff’s foreign 
information. According to the provisions of Par. 3 Unfair Competition 
Law, this is not admissible. The Reichs-Court has therefore, consistently, 
declared as inadmissible the use of firm names, although properly acquired 
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and used for years, from the moment on that their use might lead to 
deception of the general public. A firm using a misleading name cannot 
claim protection of its rights thereto. (Compare RG GRUR 1935, 982; 
1936, 659 (663) ; 1933, 246 (247) ; 1933, 782 (785); RG MuW 1930, 316). 

The Senate concurs in this opinion. It follows that the plaintiff has 
lost the right to use the name D. in its own firm name, or to prohibit others, 
particularly the defendant, from using this name, on the basis of its 
(the plaintiff’s) exclusive right to the use of this name. Plaintiff might 
possibly make such claim, in accordance with Par. 13 Unfair Competition 
Law, if defendant were likewise using the name D. improperly, that is, 
in contravention of the provisions of Pars. 1 and 3 of the Unfair Com- 
petition Law. But that is not the case. 

The firm name “Auskunftei D.-Europa GmbH” is in accord with the 
legal requirements of Par. 4 Corp. Law. The name D. is that of the 
principal partner, who need not be taken fully into the firm. It suffices 
to use the name as a “slogan”. Moreover, the name is an indication of 
the collaboration with the American firm of D. & B. It corresponds to the 
actual manner in which defendant conducts his business, so that there 
is no deception of the public in this case. Hence plaintiff’s claim is un- 
founded and to be rejected. 

The defendant is furthermore entitled, as is anyone engaged in com- 
petition, and without regard to its own acquired firm name, to demand 
that plaintiff cease the use of the firm name which is no longer authorized, 
in accordance with Pars. 3 and 13 of the Unfair Competition Law. The 
counter-suit is justified. It had to be allowed, and the two previous court 
decisions had to be set aside. 

III. In view of the foregoing, the plaintiff’s claim for damages can 
only apply to the period of time during which plaintiff still used the 
name D. with proper authority and during which same period plaintiff’s 
business interests were injured by the defendant’s conduct of a business 
under the name of D.-Europa. This would be the time between the ini- 
tiation of business activities by the defendant and the severance of rela- 
tions between D. & B. and the plaintiff. 

In connection with this claim for damages, no proof need be adduced 
that the plaintiff had actually acquired from the original proprietor of 
the firm the derived right to the use of the phrase “formerly R. G. D. 
& Co.” It is not required that a right be so derived, to assure plaintiff 
the protection of Par. 16 Unfair Competition Law. It suffices, in this 
respect, that plaintiff is using a firm name in an authorized manner. 

The right to use a firm name originates with the adoption and use 
of a firm name by the proprietor of the firm. (Callmann Anm 26 und 
96 zu Par. 16 Unl1WG; Bussmann, Name, Firma, Marke, Berlin 1937, 
S 89, 118.). Recording in the Commercial Register is not required in this 
connection, as long as the owner of the firm does not need to establish 
himself as being in business by so recording. It was, moreover, super- 
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fluous in this case, as the plaintiff, when taking over the merged firms, 
had already been entered in the Commercial Register as a GmbH. The 
firm taken over is under the protection of Par. 16 Unfair Competition 
Law if, and so long as, it is conducted “in an authorized manner.” 

It need not be proved under Par. 16, Unfair Competition Law, if the 
right to the use of this component of the firm name (R. G. D. & Co.) 
had been legally transmitted to the plaintiff or its legal predecessor. For 
the defendant must adopt the firm name without being able to derive from 
the rights of a third party—in this case the American firm—claims against 
others. The authorized status of the plaintiff as stipulated in Par. 16 
Unfair Competition Law need exist only vis-a-vis the defendant. It suffices 
that, as submitted in section I, the adoption of the foreign component of 
the firm name by the plaintiff was legal in accordance with the provisions 
of Pars. 1 and 3 Unfair Competition Law, for the duration of business 
connections between the plaintiff and D. & B. Inadmissible is the de- 
fendant’s objection that a claim for damages per Par. 16 Unfair Com- 
petition Law is not applicable to the case since the plaintiff’s relations to 
the American firm do not justify its use of the name. (Baumbach, Anm 
10 D zu Par. 16 Un1WG;; Rosenthal, Anm 36 zu Par. 16 Un1 WG; Callmann, 
Anm 28 zu Par. 16 Unl1WG.) The defendant might be justified in basing 
its defense on the rights of the American enterprise if it could claim to 
have acquired a better right to the shared use of the firm name than the 
plaintiff. This, however, the defendant does not claim. Its position is 
rather that the plaintiff, as also the defendant, had been granted the use 
of the firm name by the American enterprise, for the duration of mutual 
business arrangements. For the period of overlap, therefore, in using the 
firm name, the defendant, being the more recent enterprise, must yield 
to the older rights of the plaintiff, as provided in Par. 16 Unfair Com- 
petition Law. 
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NOTES FROM THE PATENT OFFICE 


By Milton E. Abramson* 


Practice Under Section 8 of the Lanham Actt 


Over 5,000 marks are canceled from the registers of the Patent 
Office each year because registrants fail to file an affidavit during 
the sixth year in which the registrations are in force. The Lanham 
Act of 1946* provides that the registration of any mark under the 
provisions of the Act of 1946 or of any registration published 
under subsection 12(c) of the act shall be canceled by the Com- 
missioner at the end of six years after the date of registration 
or the date of publication under the subsection unless within one 
year next preceding the expiration of the sixth year the regis- 
trant files in the Patent Office an affidavit showing that the mark 
is still in use or showing that its nonuse is due to special circum- 
stances which excuse such nonuse and is not due to any intention 
to abandon the mark.’ 

The Patent Office is required to attach to each certificate of 
registration a special notice of the requirement for an affidavit.* 
It was evident shortly after the first affidavits became due that 
the notice attached to the certificates of registration five years 
earlier did not have the desired effect as a reminder. As a result, 
the Office has adopted the practice of notifying registrants before 
the end of the sixth year that their registrations will be canceled 
if the affidavit required by Section 8 is not received within the 
statutory period. The notice is sent only if an affidavit has not 
been filed up to sixty days before the end of the sixth year. 
Registrants must understand that the warning notice sent by the 
Patent Office during the sixth year is not required procedure and 
failure to receive such a notice cannot be offered as an excuse 
for not filing the affidavit or for untimely filing. 

The purpose of Section 8 is to provide a procedure for the 
removal of marks which are no longer in use.* This provides the 


* Examiner, Trademark Operation, U. 8S. Patent Office. Member, District of 
Columbia Bar. 
1.18—-TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 8. 
. 60 Stat. 427, 15 U.S.C. 1050. 
Section 8, Lanham Act of 1946, 15 U.S.C. 1058. 
Section 8(a), Lanham Act of 1946, 15 U.S.C. 1058(a). 
For a comprehensive report on the development of Section 8 of the Lanham Act 
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examining staff in the Office and the public with reasonable as- 
surance that the marks on the active registers are still in use. 
The importance of removing deadwood from the files can be 
appreciated even more when it is remembered that marks regis- 
tered on the Principal Register or under the Act of 1881 or under 
the Act of 1905 are constructive notice of the registrant’s claim 
of ownership of the mark. By removing abandoned marks from 
the register much inconvenience and harassment are avoided. 

To avoid cancellation of a mark the aforementioned affidavit 
must be filed within the prescribed period. An affidavit filed pre- 
maturely cannot be accepted; such affidavits will be returned to 
the applicant.’ Neither can affidavits filed after the sixth year be 
accepted to save the registration from cancellation under the 
section. The requirements of Section 8 are mandatory and cannot 
be waived. 


Requirements of Section 8 Affidavit 


In order to satisfy the requirements of Section 8 of the 
Lanham Act the affidavit furnished by the applicant must 


a. identify the registration in connection with which it 
is submitted; 


b. show that the mark is still in use at the time of the 
filing or show excusable nonuse; 


e. furnish a title report from the Assignment Branch 
of the Patent Office; and 


d. furnish current specimens of use of the mark. 


The Patent Office will acknowledge the receipt of the affidavit. 
The affiant will also be notified whether or not the affidavit is 
acceptable. 

The affidavit must be acknowledged before a person author- 
ized by law to administer oaths (usually a notary public). Foreign 
applicants must make their acknowledgments before a diplomatic 
or consular officer of the United States or before any official 
authorized to administer oaths in the foreign country concerned 
whose authority shall be proved by a certificate of a diplomatic 
or consular officer of the United States.* 





5. 673 0. G. 9. 
6. Section 11, Lanham Act of 1946, 15 U.S.C. 1061. 





TRIS 


By 
atid Se 


tes 
Sa 


ETF RTE we Sa GS 


PR Re ES See Ne ES 


THE TRADEMARK REPORTER Vol. 50 T. M. R. 


The Affiant 


The affiant must be the applicant himself, or a member of 
the applicant firm if it is a partnership or an officer of the ap- 
plicant firm or association. In some cases affidavits are accepted 
from trustees, executors, administrators, managers and similarly 
situated individuals but in each such case the affidavit should be 
accompanied by a court order making the appointment or by the 
secretary of the corporation or association certifying the affiant’s 
power to execute the affidavit. In all cases the affiant must be 
the legal owner of the mark or a duly authorized person who 
can execute the papers for the legal owner. 

Only the present owner of the mark can be set forth in the 
affidavit. If the present owner is not the same person or entity 
as the registrant, continuity of title from the registrant to the 
present claimant must be shown. Each change of ownership should 
be recorded in the records of the Assignment Branch of the Patent 
Office. If the changes have been properly recorded they will be 
reflected in the title report which applicant is required to furnish. 
If the changes have not been recorded it will be necessary for 
the affiant to recite other facts and circumstances to support the 
claim that the title to the mark and registration have been assigned. 


Obviously, if each assignment has been properly made and 
recorded in the Assignment Branch the showing of continuity of 
title is simplified. Proving assignment by setting forth other facts 
and circumstances can be quite vexing especially if the assignors 
and assignees have failed to execute all of the necessary papers 
involved in an assignment. This sometimes occurs in the case 
of a smaller firm where the friendship or family factor enters 
the negotiations leading to the assignment. What constitutes other 
facts and circumstances which can prove assignment is a question 
that cannot be answered here adequately to cover all possible 
situations. If the original registrant can be reached it may be 
possible to verify the sale of a business or to execute the assign- 
ment nunc pro tunc. If there have been mesne assignments and 
the assignees are still available the same thing may be done. If 
the original registrant has died or if one or more of the inter- 
mediate assignees have died the showing of ownership in the 
Section 8 affiant may be difficult and may involve court orders, 
verifications from executors of wills, and/or other documents. 
Where a business which owns a registration has descended to 
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the Section 8 affiant a copy of the final court order transferring 
title to the affiant can be submitted to support the assignment. 
Wherever possible, however, the transfer should be recorded in 
the assignment records of the Office. 

Further comments concerning the Patent Office practice under 
Section 8 of the Lanham Act will be made in future articles in 
The Trademark Reporter®. 


PATENT OFFICE 


Trademark Statistics 


Cumulative 
January—May 


190 1959 
Applications filed 9,831 9,602 


Registrations issued 
Principal Register 7,722 7,058 
Supplemental Register 313 368 


8,035 7,426 
Renewals 1,665 1,257 
See. 12(c), publications 209 172 
Sec. 8, affidavits filed 5,217 4,949 
Sec. 8, cancellations 2,007 2,035 


Cancellations, other 69 38 
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INTERNATIONAL NON-PROPRIETARY NAMES FOR DRUGS 


The World Health Organization has released a list of 116 
names selected as recommended international non-proprietary 
names for pharmaceutical preparations. This organization re- 
quests that these recommended names be recognized as the non- 
proprietary names for the substances concerned and that the 
necessary steps be taken by the countries to prevent the acquisi- 
tion of proprietary rights in these names. 

This list is scheduled to be published in the June issue of 
the “Chronicle of the World Health Organization.” This is the 
fourth list of recommended names to be released by WHO. The 
first list was printed in Vol. 9, No. 6, June 1955; the second was 
printed in Vol. 13, No. 2, February, 1959; third was printed in 
Vol. 138, No. 12, December 1959 of the Chronicle. (See 45 TMR 
929, 49 TMR 43, 49 TMR 1177.) 

Comments or objections to these proposed names may be 
made within the period ending four months following the month 
of publication of the list in the “Chronicle” and should be sent 
to the Director-General, World Health Organization, Palais des 
Nations, Geneva, Switzerland. 

These lists are available for reference in USTA’s library. 
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LIST OF OTHER ARTICLES AND LEGAL NOTES* 


ARTICLES 


Advertising. 


Legal Problems in Advertising. Part IV. (Advertising Requirements, May, 1960, 
pp. 31-34.) 


Texts of standard release forms from the Kenyon & Eckhardt legal manual. 
Selling Gets Ready to Junk .. . Those Hard-to-Swallow Ad Claims. (Sales Manage- 
ment, May 6, 1960, pp. 33-37.) 

Canada, 


Canada Gazette, Part II—January 13, 1960, Vol. 94, No. 1. Queen’s Printer & 
Controller of Stationery, Ottawa, 1960. Pp. 95. 


Contains new Food and Drug Regulations. (Reprint of Regulations available for 
15¢.) 
Chovanes, Eugene. 
Patents, Trademarks and Copyrights in the Trust Territory of The Pacific Islands. 
(Journal of the Patent Office Society, Vol. 43, No. 4, April, 1960, pp. 254-264.) 
Costa Rica. 
Licensing and Exchange Controls. (World Trade Information Service. Operations 
Reports, Part 2, Dept. of Commerce, Bureau of Foreign Commerce, No. 60-12.) 
Italy. 
Trademarks. Service Marks. Law No. 1178, dated December 24, 1959, effective 
February 1, 1960. (Patent and Trade Mark Review, Vol. 58, No. 7, April, 1960, 
p- 189.) 
New York. 
Rohrlich, Chester—New York’s Proposed Business Corporation Law. (The Record 
of the Association of the Bar of the City of New York, Vol. 15, No. 6, June, 1960, 
pp. 309-323. Trade Name information on pp. 321-322.) 
Unfair Competition. 
O’Brien, Philip J., Jr.—The Travails of a Federal Law of Unfair Competition. 
(The Business Lawyer, Vol. 15, No. 2, January, 1960, pp. 279-288.) 


What can You Do About an “Unfair” Competitor? (Sales Management, April 15, 
1960, pp. 111-112, 114, 116.) 

LEGAL NOTE 

Shoe Corp. of America v. Juvenile Shoe Corp. 


Trademarks—Opposition Proceedings—Use of Third Party Registrations. (The 
George Washington Law Review, Vol. 28, No. 2, January, 1960, pp. 466-471.) 


* Copies of these articles and legal note are available for reference in the Association’s 
library. 
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PART Il 


FRIEDMAN, doing business as WYANDOTTE MATTRESS COMPANY 
v. SEALY, INCORPORATED 


No. 6053-—C. A. 10— December 16, 1959-— 124 USPQ 196 


8.11—COURTS—APPELLATE PROCEDURE 
Appellate court refused to reverse district court’s holding that registered mark 
was not abandoned where registrant used mark for annual promotions and testified 
that mark was presently used by franchisees. 


8.5—COURTS—EVIDENCE 
That each action by defendant is explicable as coincidence and innocent motive 
does not render evidence as a whole devoid of probative value. 
Court order of dismissal and Patent Office Joint Motion to Dissolve Interfer- 
ence can be admissions against interest and are admissible as such without addi- 
tional portions of court record. 


7.23—REMEDIES—UNFAIR COMPETITION—EVIDENCE 


Use of almost all defendants’ advertising budget to purchase small ad in 
national magazine extensively used by plaintiff justifies conclusion that this action 
was intended to divert plaintiff’s customers. 


7.113—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—CONFUSING 
SIMILARITY 

POSTUREPEDIC and PROPER-PEDIC create similar impact upon the ear and eye and 
carry similar connotations to the brain. 

Although GOLDEN SLEEP and THE GOLDEN FLEECE may upon considered analysis 
present different meanings, the concepts are hazy and when linked to the promoted 
product, sleep equipment, are designed to impress the buyer with the notion of 
luxury rest. There is confusing similarity if prospective purchasers are likely to 
regard the offending designation as indicating the source identified by the trade- 
mark or trade name. 


7.115—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—SIMILARITY 
OF GOODS 
An argument that article is expensive, and hence bought with care, can be 
balanced with argument that consumer buys infrequently and hence is forced to 
rely on memory. 


7.224—REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—DAMAGES 


Tenth circuit has adopted theory of damages in trademark infringement cases 
that recovery is based on equitable principle of unjust enrichment not provable 
damages. In its discretion, court may not award profits of infringer in unusual 
circumstances where the owner has abandoned the trade territory where the profits 
were realized and has shown no disposition to enter field. 


Action by Sealy, Incorporated v. Sidney J. Friedman, doing business 
as Wyandotte Mattress Company for trademark infringement. Defendant 
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appeals from District Court for District of Kansas from judgment for 

plaintiff. Affirmed. 
Case below reported at 48 TMR 1477. 

Bernard L. Balkin and Irving Achtenberg (Achtenberg, Sandler & Balkin 
of counsel) of Kansas City, Missouri, for appellant. 

Gerrit P. Groen, of Chicago, Illinois (William Marshall Lee and Dean A. 
Olds, of Chicago, Illinois, and Thomas E. Scofield, of Kansas City, 
Missouri, on the brief) for appellee. 


Before BRATTON, LEwis, and BREITENSTEIN, Circuit Judges. 


Lewis, Circuit Judge. 

Plaintiff-appellee was successful in obtaining an injunction and re- 
covering damages against defendant-appellant in a suit based on trademark 
infringement brought in the United States District Court for the District 
of Kansas. 

The trial court found that the trademarks POSTUREPEDIC and GOLDEN 
SLEEP are both registered on the Principal Register in the United States 
Patent Office and have been used by the plaintiff since 1950 and 1938, 
respectively, on mattresses and box springs. The allegedly infringing 
marks, PROPER-PEDIC and THE GOLDEN FLEECE, also applied to mattresses 
and box springs, have not been registered but have been used by defendant 
since 1954. The court held that the defendant’s use of the latter mark 
infringes upon plaintiff’s rights in the former, stating, 118 USPQ 330, 
331 (48 TMR 1477): 


“POSTUREPEDIC as compared to PROPER-PEDIC and GOLDEN SLEEP as 
compared to GOLDEN FLEECE are confusingly similar in sound, ap- 
pearance and somewhat in meaning. 

“Plaintiff has adduced some evidence as to confusion. However, 
a showing of likelihood of confusion alone warrants relief where the 
respective marks are used on identical or similar products. And, in 
comparing marks as to similarities, such marks must be considered 
in their entireties including even common or suggestive terms used in 
the respective combinations.” 


Upon the defendant’s making a motion to set aside or modify the 
judgment, the trial court made further findings concerning the defendant’s 
intent : 


“* * * T don’t think that we would go so far as to say that there 
was malice or anything like that, but I do think, looking at the whole 
thing, generally, that there was a deliberate intention on the part of 
the defendant to infringe, and under this Standard Oil case in the 
Tenth Cireuit, [The Standard Oil Co. v. Standard Oil Co., 10 Cir., 
252 F.2d 65, 116 USPQ 176 (48 TMR 168)] it says that the law as 
to trademarks is but part of the broader law of unfair competition. 

“T think that the similarity of these names, especially upon this 
particular subject, is such that the court thinks that it was deliberate. 

“Just taking it as a whole, all of the testimony and everything 
that I have seen, I think as a whole it was intentional.” 
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The issues presented on appeal concern whether the court should have 
held the plaintiff’s trademark GOLDEN SLEEP to have been abandoned, error 
alleged in the admission and consideration of certain plaintiff’s evidence 
and the refusal to admit certain defendant’s evidence, whether the court 
erred in holding that defendant’s use of his marks infringed plaintiff’s 
trademarks, and finally claimed error in the award of $7,500 damages. 

In attacking the trial court’s implied finding that the GOLDEN SLEEP 
trademark has not been abandoned by the appellee, appellant relies upon 
15 U.S.C.A. 1127: 


““A mark shall be deemed to be ‘abandoned’— 


“(a) When its use has been discontinued with intent not to re- 
sume. Intent not to resume may be inferred from circumstances. 
Non-use for two consecutive years shall be prima facie abandonment.” 


The testimony of Sealy’s president, Mr. Bergmann, indicates that 
the main current use of the term GOLDEN SLEEP is to designate a type of 
promotion, the summer sale of a number of the Sealy mattresses. It also 
appears that whereas before 1954 the GOLDEN SLEEP mattress was adver- 
tised extensively as Sealy’s $59.50 line, the present emphasis is upon a 
creation called ENCHANTED NIGHT, but the witness further testified that 
some of the franchised plants are still selling GOLDEN SLEEP mattresses. 

Appellant contends that Sealy’s present use of the term is a non- 
trademark use which does not prevent the inference of abandonment of 
the trademark, Autoline Oil Co. et al. v. Indian Refining Co., Inc., D.C. 
Md., 3 F.2d 457 (15 TMR 191), but the record indicates no need for 
reviewing the question as posed. Mr. Bergmann was explicit in his state- 
ment that GOLDEN SLEEP was a label presently used by the franchisees on 
a particular type of mattress. Appellant attacks this testimony as being 
unaccompanied by the extensive documentation that marked the presen- 
tation of plaintiff’s case in chief, but the issue of abandonment is one of 
defense with its consequent burden devolving on him who asserts it. The 
Court of Customs and Patent Appeals has consistently held that the 
introduction of a trademark registration presents prima facie proof of 
continuing use of the mark as well as ownership, The Gillette Company v. 
Kemple, 254 F.2d 402, 117 USPQ 356 (48 TMR 1143). 

Under this status of the evidence and the conflicting inferences arising 
therefrom, the trial court’s determination that the trademark GOLDEN SLEEP 
has not been abandoned by its registered owner is not clearly erroneous 
as to require reversal, Fed. Rules Civ. Proc. rule 52 (a), 28 U.S.C.A. 

The use of the unregistered trademark, PROPER-PEDIC by the Wyan- 
dotte Mattress Company first came to the attention of the Sealy Company 
when a Sealy franchisee forwarded a tear sheet from Life magazine, 
upon which appeared a Wyandotte advertisement one column inch in 
size. In this ad, PROPER-PEDIC appeared with a small circle “R”, desig- 
nating a registered trademark. Sealy began correspondence with Wy- 
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andotte requesting the registration number; Wyandotte was advised by 
legal counsel that the use of the insignia was incorrect and eliminated 
it from its advertising material. 

Life magazine offers as an inducement to its advertising customers 
the right to use gum stickers and hang tags bearing the motto, “As 
Advertised in Life,” on their merchandise. Plaintiff, Sealy, Inc., an ex- 
tensive national advertiser, has used these point-of-sale techniques for 
some time and after the appearance of the PROPER-PEDIC advertisement, 
the defendant, as Wyandotte Company, also attached them to mattresses 
of that name. 

The Sealy company likewise makes use of a streamer bearing the 
Good Housekeeping Seal of Approval, in accordance with that magazine’s 
endorsement. Since the mattresses of the Wyandotte Company contain 
an approved material TUFFLEX, appellant has also used the Good House- 
keeping streamers. 

A former employee of the local Sealy licensee was employed shortly 
before the trial of this case by the Wyandotte Company as a sales person 
contacting retail dealers. Also, there is some evidence that another em- 
ployee of the Sealy firm offered some casual aid in either arranging 
Wyandotte’s physical plant or in suggesting the proper design for box 
springs. This evidence was admitted upon plaintiff’s counsel’s statement 
that he was attempting to prove the claim of unfair competition joined 
in the complaint for trademark infringement, but the evidence does not 
rise to an inference of customer or trade-secret stealing by the first- 
mentioned employee and demonstrates that the help given by the other 
employee was with the sanction of his employer. 

To all of the above outlined evidence, i.e. the wrongful use of the 
registration designation, the use of Life and Good Housekeeping promo- 
tional material, and the employment of Sealy’s personnel, the defendant 
objected on the ground of relevancy. Dissecting the evidence, as appellant 
does, each item gives rise to equally-balanced and opposite considerations. 
Each action by the defendant is explicable as coincidence and innocent 
motive, but this does not render the evidence as a whole devoid of proba- 
tive value. Counsel had ample opportunity to argue the value of the 
evidence as showing a pattern of imitation or as being merely a series 
of unrelated circumstances affording no basis for a reasonable inference 
of fact. The weight to be given this evidence was primarily for the trier 
of the fact and in instances where different inferences may be drawn 
from the established facts, it is not within the province of this court to 
substitute its judgment for that of the trial court as to which inference 
should be drawn. 

Defendant sought to introduce the two exhibits, documents marked 
Exhibits J and K, as admissions by the plaintiff of limitations on its 
trademark rights. Exhibit J was an order of dismissal in the Case of 
Sealy, Inc. v. Serta Associates entered after rulings on motions for sum- 
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mary judgment, reported Sealy, Inc. v. Serta Associates, D.C. Ill., 134 
F.Supp. 621, 106 USPQ 402 (45 TMR 1315). In pertinent part, the 
exhibit reads: 


“This matter came on to be heard upon the joint motion of the 
parties, and it appearing that the parties have settled their dif- 
ferences and the Court being fully advised in the premises, the 
Complaint and the Counterclaim are hereby dismissed without preju- 
dice on the following conditions: 

“1. Serta, without admitting that POSTURE-EASE as a trademark 
infringes the trademark POSTUREPEDIC will discontinue the use of the 
trademark POSTURE-EASE but Serta has the right to use such other 
POSTURE marks non-conflicting with POSTUREPEDIC as it may be advised. 


“2. Neither Sealy nor any of its licensees shall use POSTURE-EASE 
as a trademark. 


“3. Serta is free to continue to use the trademark SERTAPEDIC. 


“4. Serta will withdraw its opposition to Sealy’s application for 
registration of POSTUREPEDIC, Serial No. 663,524, published September 
14, 1954, Opposition No. 34,072 in the United States Patent Office. 


* * *& 


“10. Sealy will not use the phrase POSTURE PERFECT SLEEP or 
PERFECT SLEEP as an emphasized feature of its advertising or as a 
trademark.” 


Defendant’s Exhibit K is a Joint Motion to Dissolve Interference 
No. 5414 in the U.S. Patent Office executed jointly by Sealy, Inc. and the 
Simmons Company on November 10, 1950: 


“The parties to the above-entitled interference jointly move to 
dissolve this interference on the ground that no interference, in fact, 
exists between the involved trademarks inasmuch as the trademark 
GOLDEN REST of Simmons Company does not so resemble the trade- 
mark GOLDEN SLEEP of Sealy, Incorporated as to be likely when applied 
to the goods of applicant to cause confusion or mistake or to deceive 
purchasers. 

* * * 


“The trademarks involved in this interference differ from each 
other to the same degree as many of the trademarks registered by 
third parties for mattresses and box springs, and the parties hereto 
agree that said involved trademarks are not confusingly or deceptively 
similar and that they are respectively entitled to use and register 
the trademarks which, as aforesaid, have been used for many years 
without causing confusion, mistake or deception.” 


The trial court refused the exhibits and offers of proof for the record 
were made. Appellee defends the action of the trial court in that only 
a portion of the record of the case of Sealy, Inc. v. Serta Associates was 
offered and that “The reported Sealy v. Serta suit contains nothing that 
would aid either side in this case,” and further that the evidence was 
irrelevant as involving a company not a party to the present suit. In 
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these views, appellee apparently confuses the controlling issues in a plea 
of res judicata with the admissibility of an admission against interest. 

Both documents were complete in themselves as a stipulation to avoid 
further litigation between Sealy, Ine. and its contestants. The report of 
the court’s action upon the parties’ motions for summary judgment has 
no bearing on what the parties finally agreed as to fact or future action. 
That these admissions were contained in pleadings entered in court records 
certainly does not make them less available as evidence than if they had 
been made extra-judicially, Rogers v. Edward L. Burton & Co., 10 Cir., 
137 F.2d 284. IV Wigmore, Evidence, §§ 1061-2; nor is it significant that 
the representation was made in litigation with a third party, Frank R. 
Jelleff, Inc. v. Braden, U.S. App. D.C., 233 F.2d 671. 

Thus we conclude that the evidence could have been considered by 
the trial court, but the limited scope of the admissions, the status of 
the evidence demonstrating that other companies were using marks similar 
to the Sealy marks, and the rule of law that an infringement cannot be 
justified by the wrongful acts of others, The Standard Oil Co. v. Standard 
Oil Co., 10 Cir., 252 F.2d 65, 116 USPQ 176 (48 TMR 168) ; National Lead 
Company v. Wolfe, 9 Cir., 223 F.2d 195, 105 USPQ 462 (45 TMR 963) ; 
Bond Stores, Incorporated v. Bond Stores, Inc., 3 Cir., 104 F.2d 124, 41 
USPQ 562 (29 TMR 520); inescapably lead to the conclusion that the 
refusal to consider such evidence was mere harmless error not justifying 
a reversal, Fed. Rules Civ. Proe., rule 61, 28 U.S.C.A. 

Appellant urges that the two chief questions involved on appeal are 
(1) Is there confusion or similarity likely to cause confusion as to the 
products represented by the marks? and (2) Are damages or an accounting 
of profits proper? As to both of these issues, he contends that the findings 
made by the trial court are not entitled to the weight generally accorded 
the trier’s findings under Rule 52a, Fed. Rules Civ. Proc., citing par- 
ticularly the language of the trademark case, Benrose Fabrics Corp. Vv. 
Rosenstein, 7 Cir., 183 F.2d 355, 358, 86 USPQ 237, 239 (40 TMR 664, 667) : 


“* * * if findings rest upon documents, depositions or upon mere 
comparison of names, if credibility of witnesses is not involved, or 
if the trial tribunal has no opportunity to observe the witnesses, a 
court of review is as well qualified to pass upon the weight of evidence 
as is the trial court * * *.” 


However, in many facets, the evidence before this court is based upon 
the conflicting testimony of witnesses and creates a situation falling within 
the concluding words of the paragraph above cited: 


“* * * but where, as here, conflicting stories are told by witnesses 
whose credibility is at stake, we may not supersede the determination 
of the finder of facts and substitute our judgment for his. It is not 
a question of whether we would have made the same finding; it is 
rather a question of whether the evidence substantially and ade- 
quately supports it.” 
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The inferences to be drawn in the present case, in addition to certain 
direct testimony, are in conflict and it has long been held that where 
there is evidence from which reasonable men might draw different in- 
ferences, appellate courts may not substitute their judgment for that 
of the trial court, Colby v. Cities Service Oil Company, 10 Cir., 254 F.2d 
665.. Such doctrine is particularly applicable in cases of this type since 
the circurfistances relating to the determination of whether or not there 
exists unfair competition is a cogent factor in the consideration of the 
likelihood of confusing similarity. As stated in comment f. to Section 729, 
Factors in Confusing Similarity, A.L.I. Restatement of the Law, Torts: 


“#* * * one may infringe another’s trademark or trade name by 
adopting a confusingly similar designation whether he does so inno- 
cently or for the purpose of deceiving prospective purchasers. But 
his knowledge or purpose is an important factor in determining 
whether or not his designation is confusingly similar. If he adopts 
the designation in ignorance of the other’s trademark or trade name, 
the similarity is determined on the basis of other factors. But if he 
adopts his designation with the intent of deriving benefit from the 
reputation of the trademark or trade name, his intent may be suf- 
ficient to justify the inference that there is confusing similarity. 
Since he was and is intimately concerned with the probable reaction 
in the market, his judgment manifested prior to the controversy, is 
highly persuasive. His denial that his conduct was likely to achieve 
the result intended by him will ordinarily carry little weight. While 
the actor’s intention is thus a factor in determining the likelihood of 
confusion, the degree of similarity in appearance, pronunciation or 
suggestion is a factor in determining the actor’s intention when that 
is in issue.” 


Indeed, defendant presented evidence that his buying the smallest 
possible space in Life magazine was not to cash in on anticipated results 
of the regular full-page ads run by Sealy, but rather the inception of 
an unrelated advertising campaign. When quizzed about why an essen- 
tially local concern would devote almost its entire advertising budget to a 
small, expensive, national ad, his reply was “You have to start some- 
where.” Since this approach is contrary to universal business logic, the 
trial court was justified in concluding contrary to his testimony that 
this demonstrated an intention to divert conditioned customers from Sealy. 

Other evidences of an attempt to imitate and to delude customers 
are shown by the use of the Good Housekeeping endorsement and the 
wrongful indicia of registration. The trial court was presented with the 
justification and explanation of these items but deemed them part of the 
plan to make the goods offered by appellant appear to have come from 
the national manufacturer, Sealy. 

The practice of printing a price on the merchandise higher than 
the known retail selling price also indicates a continuation of the same 
plan. 
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POSTUREPEDIC and PROPER-PEDIC create similar impact upon the eye 
and ear and carry similar connotations to the brain. Although GOLDEN 
SLEEP and THE GOLDEN FLEECE may upon considered analysis present dif- 
ferent meanings, the concepts are hazy and when linked to the promoted 
product, sleep equipment, are designed to impress the buyer with the 
notion of luxury rest. There is confusing similarity if prospective pur- 
chasers are likely to regard the offending designation as indicating the 
source identified by the trademark or trade name, The Standard Oil Co. 
v. Standard Oil Co., supra. 


“In determining this matter, [whether the similarity is likely 
to cause confusion in the minds of the public] the marks must be 
considered as a whole and not dissected. Apex Elec. Mfg. Co. V. 
Landers et al., 41 F.2d 99, 17 CCPA 1184, 5 USPQ 509 (20 TMR 321) ; 
B. F. Goodrich Co. v. Hockmeyer et al., 40 F.2d 99, 17 CCPA 1068 
(20 TMR 205). The buyer will not stop to dissect the marks. If he 
is deceived, he will be deceived by the mark as a whole, and not by 
any particular part of it.” Celotex Co. v. Chicago Panel-Stone Co., 
CCPA, 49 F.2d 1051, 1054, 9 USPQ 358, 360 (21 TMR 365). 


The test stated in A.L.I. Restatement of Torts, Sec. 729: 


“In determining whether the actor’s designation is confusingly 
similar to the other’s trademark or trade name, the following factors 
are important: 


(a) the degree of similarity between the designation and the 
trademark or trade name in 
(1) appearance; 
(ii) pronunciation of the words used; 
(iii) verbal translation of the pictures or designs involved ; 
(iv) suggestion ; 
(b) the intent of the actor in adopting the designation ; 
(ec) the relation in use and manner of marketing between the 


goods or services marketed by the actor and those marketed by the 
other ; 


(d) the degree of care likely to be exercised by purchasers.” 


Quite naturally, appellant has emphasized the differences in appear- 
ance of the labels and appellee has emphasized the similarities. Suffice it 
to say, that the similarities are sufficient to afford grounds for the trial 
court’s determination that the public is likely to be confused, considering 
all the elements of imitation. 


The present case involves parties engaged in identical enterprises, 
drawing their customers from the same sources, and using similar publicity 
methods to appeal to the habits of the ordinary customer. Such, too, was 
the situation in The Standard Oil Co. v. Standard Oil Co., supra, wherein 
it was said, 116 USPQ at 182 (48 TMR at 176): 
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“Infringement is not to be determined on the basis of the words 
or symbols themselves to the exclusion of other considerations. It is 
not necessary for similarity to go only to the eye or the ear for there 
to be infringement. The use of a designation which causes confusion 
because it conveys the same idea, or stimulates the same mental 
reaction, or has the same meaning is enjoined on the same basis as 
where the similarity goes to the eye or the ear. Confusion of origin 
of goods may be caused alone by confusing similarity in the meaning 
of the designations employed. The whole background of the case 
must be considered.” 


Appellant protests that since a mattress or box spring requires an 
investment of $30 to $100, the degree of care which a customer might be 
expected to exercise is somewhat greater than if he were buying 5-cent 
eandies. This argument has its alternate side in that the construction of 
sleep equipment is not a matter of common knowledge and the consumer 
buys infrequently. He is thus forced to rely on his memory, more than 
his inspection, for the recall of names, guarantees, and endorsements. 
Under such circumstances, confusion can easily arise. 

Appellant protests that there is no evidence of actual damage re- 
sulting to Sealy, Inc., from confusion of goods by the consuming public. 
Plaintiff-appellee, after proving that defendant-appellant’s net sales from 
1954 to time of trial have been approximately $20,000, prayed for an 
award of $60,000 on the basis of 15 U.S.C.A. 1117: 


“When a violation of any right of the registrant of a mark * * * 
shall have been established * * *, plaintiff shall be entitled * * * to 
recover (1) defendant’s profits, (2) any damages sustained by the 
plaintiff, and (3) the costs of the action * * *. In assessing profits, 
the plaintiff shall be required to prove defendant’s sales only. De- 
fendant must prove all elements of cost * * *. In assessing damages, 
the court may enter judgment according to the circumstances of the 
ease for any amount above the amount found as actual damages, 
not exceeding three times such amount.” 


The trial court awarded $7,500 and denied recovery of attorney’s 
fees and appellee requests this court to reconsider the equities involved, 
increase the award, and give judgment for attorney’s fees. Appellant 
urges that since he had no notice of the registration of the trademark 
GOLDEN SLEEP, the award must fail under 15 U.S.C.A. 1111: 

“Unless a registrant gives notice that his mark is registered, no 


profits or damages shall be recovered unless the alleged infringer had 
actual notice of the registration. 


The theory of damages in trademark infringement cases was fully 
explored by this court in Blue Bell Co. et al. v. Frontier Refining Co., 
10 Cir., 213 F.2d 354, 362, 101 USPQ 360, 366 (44 TMR 945, 954): 
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“Out of the welter of confusion occasioned by the judicial effort 
to fashion a remedy which would satisfy both legal and equitable 
concepts of appropriate relief for patent and trademark infringe- 
ments, the courts have now settled on the theory that a trademark 
infringer is liable as a trustee for profits accruing from his illegal 
acts, even though the owner of the mark was not doing business in 
the consuming market where the infringement occurred * * *. Re- 
covery is predicated upon the equitable principal of unjust enrichment, 
not the legal theory of provable damages. In the exercise of its 
discretion, the trial court may refuse to award profits of the infringer 
in unusual circumstances where the owner has abandoned the trade 
territory in which the profits were realized, and has shown no dis- 
position to enter the field * * *. But, no such unusual circumstances 
are presented here.” 


In view of the fact that the evidence shows an intentional effort to 
palm off goods as those of the plaintiff, the trial court awarded damages, 
but in view of the relative positions of the parties, refused to allocate 
all of defendant’s profits as profits which would have accrued to plaintiff 
were it not for the wrongful acts of infringement and unfair competition. 
The award is justified as proper under the infringement of the trademark 
POSTUREPEDIC alone and appellant cannot be heard to complain that he 
received the advantage of an adjudication with respect to GOLDEN SLEEP 
also. Even had appellee perfected a cross-appeal as to the damages, we 
conceive no reason for disturbing the considered discretion of the trial 
judge. 

Affirmed. 
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ZIPPO MANUFACTURING COMPANY v. MANNERS JEWELERS, INC. 


No. 9626—D. C., E. D. La., New Orleans Div. — 
February 12, 1960—124 USPQ 329 


7.211—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Name of defendant manufacturer appearing on article obviates likelihood of 
deception as to origin. 
7.212—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS 
OF GOODS 
The design of a product may be protected under the laws of unfair competition 
only if the design has acquired secondary meaning and purchasers are influenced 
to buy the product because of this identification. 
7.26—REMEDIES—UNFAIR COMPETITION—NAMES—PATENTED ARTICLES 
Where patent rights have expired to protect the form in which the product 
was merchandised would be to prolong the monopoly for which the patent was 
granted. 


Action by Zippo Manufacturing Company v. Manners Jewelers, Inc., 
for trademark infringement and unfair competition. Plaintiff moves for 
temporary injunction. Motion granted in part and denied in part. 


Adam & Reese and Walter J. Landry, of New Orleans, Louisiana, for 
plaintiff. 
George J. Kambur, New Orleans, Louisiana, for defendant. 


WriGaHrT, District Judge. 

Zippo claims unfair competition and trademark infringement against 
the defendant in connection with the marketing in New Orleans, Louisiana, 
of Japanese cigarette lighters substantially identical in appearance to 
those manufactured by Zippo.’ Zippo asserts that its products, identified 
by name and appearance, have become a byword with the American public 
and that these Japanese imitators are defrauding it of its business by 
marketing Chinese copies of its lighters. The case is before the court 
at this time on application for temporary injunction. 

The defendant operates a high pressure, collapsible-type jewelry store 
in New Orleans in which cut-rate merchandise is featured. In offering 
‘the Japanese lighters to the public, Manners uses displays furnished by 
the plaintiff, whose products it also sells. The result is that customers 
may be induced into the store by the displays to buy zippo lighters at 
the cut-rate price, only to find, on closer examination of the lighters 
themselves, the mark of another manufacturer, a Japanese. 

The controversy here concerns the question of unfair competition, 
the right of Zippo to protect its registered trademark not being seriously 
questioned.? It is also conceded that Manners may not use zippo displays 
for merchandising the lighters of other manufacturers. Manners does 
maintain, however, that since the zippo lighter is not now protected by 


1. Zippo alleges jurisdiction under 23 U.S.C. $§ 1332, 1338, and 15 U.S.C. § 1121. 
2. But see Singer Mfg. Co. v. June Mfg. Co., 163 U.S. 169, 185, 199. 
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patent® of any kind, it may market Chinese copies thereof as long as the 
manufacturer of such copies is identified on the product. 


The problem of unfair competition through imitation of product 
design has given rise to an increasing amount of jurisprudence, much of 
which is difficult to reconcile. The difficulty derives largely from a differ- 
ence in economic philosophy between those who would protect the rights 
of the public as distinguished from those who would find a property 
right in the form or design of a manufactured article, which property 
right would withdraw that form or design from the public domain.* Most 
of the cases recognize that the public interest in competition ordinarily 
precludes the protection of a property right in form or design. Unless 
protected by copyright or patent, once form or design in an article is 
offered to the public, it becomes the property of the public and, absent 
deceptive identification as to source, may be copied at will by competitors.® 

The only circumstance under which a manufacturer may protect the 
form and design of its product is where that form or design has acquired 
a secondary meaning, that is, where the form or design identifies the 
product with the manufacturer, and purchasers are influenced to buy 
the product because of this identification.© The relevant inquiry here, 
therefore, is (1) has the zippo design acquired a secondary meaning? and 
(2) is the public likely to be, or has it been, confused or misled by these 
Chinese copies? While all the available evidence has not been presented 
on this application for temporary injunction, enough has been shown to 
establish secondary meaning in zippo. The defendant does not seriously 
question this fact. It relies primarily on the markings on the accused 
products to eure any likelihood of customer confusion. 


Without question, the Japanese lighters have copied the form and 
design of zippo. Also without question, however, is the fact that these 


3. All relevant patents have expired. 
4. The Restatement of the Law of Torts, Volume 3, Page 622, reads: 


“The privilege to engage in business and to compete with others implies a 
privilege to copy or imitate the physical appearance of another’s goods. The pub- 
lic interest in competition ordinarily outweighs the interest in securing to a person 
the rewards of his ingenuity in making his product attractive to purchasers. But 
the privilege to imitate may be limited by legislative enactment. Thus, in order to 
encourage invention or art, a patent or copyright may, for a limited period of time, 
protect one’s interest in the physical appearance of his goods. The privilege is also 
qualified by the law of Torts to the extent necessary in order to prevent the sale 
of one’s goods as those of another and to prevent the procurement of the means 
of imitation by unfair methods. * * *” 

5. Singer Mfg. Co. v. June Mfg. Co., 163 U.S. 169; Kellogg Co. v. National Biscuit 
Co., 305 U.S. 111, 39 USPQ 296 (28 TMR 569); West Point Manufacturing Co. v. 
Detroit Stamping Co., 6 Cir., 222 F.2d 581, 105 USPQ 200 (45 TMR 795); Lucien 
Lelong, Inc. vy. Lander Co., 2 Cir., 164 F.2d 395, 75 USPQ 302 (38 TMR 57); New 
Orleans Coffee Co. v. American Coffee Co., 124 La. 19, 49 So. 730. 

6. Mastercrafters C. & R. Co. v. Vacheron & Const.-Le C. W., 2 Cir., 221 F.2d 464, 
105 USPQ 160 (45 TMR 702); West Point Mfg. Co. v. Detroit Stamping Co., supra; 
Lucien Lelong, Inc. v. Lander Co., supra; General Time Instr. Corp. v. United States 
Time Corp., 2 Cir., 165 F.2d 853, 76 USPQ 211 (38 TMR 172). 

See Restatement, Torts, § 741. 
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lighters nowhere bear any indication, other than form and design, of 
being manufactured by Zippo. As a matter of fact, these lighters are 
boldly marked on the bottom with their own trade names. Even the fact 
that they are made in Japan is inscribed there. Under the circumstances, 
it can hardly be said that the public, acting reasonably, could be, or are 
likely to be, confused or misled by these lighters. At a distance they 
look for all the world like zippos. Once they are taken in hand, however, 
it is obvious, to anyone who cares to look, they are not. Considering the 
type of establishment operated by the defendant, the fact that the lighters 
were being offered for sale for a small fraction of the price of a zIPPo, 
and the further fact that the name of their true manufacturer was plainly 
marked thereon, it is difficult to believe that the public is likely to be 
deceived. 

The Mastercrafters case, supra, on which Zippo relies so heavily, 
would protect the appearance of the aTmos clock against imitations which 
concededly were not likely to deceive or confuse purchasers, the court 
suggesting that visitors in the homes of the purchasers might be unduly 
impressed and deluded. No other case has gone so far. Although it does 
not appear in the opinion, the court there probably was influenced by, 
if indeed it did not attempt to follow, New York law in this field which, 
of course, while pertinent there, would not control the case at bar.’ 

Zippo’s patent rights have long expired. To protect the form in which 
it merchandised its monopoly would be to prolong the monopoly and to deny 
the public the consideration for which the patent was granted. When a 
patent expires, the form as well as the substance of the product patented 
becomes the property of the public. So it is with zippo. Purchasers who 
desire a zippo-looking lighter at a low price may have one. Competitors 
who desire to satisfy this demand may do so. The public, having tolerated 
the patent monopoly, now has its innings.* Singer, supra; Kellogg, supra. 

A temporary injunction will issue restraining the defendant from using 
the name ZIPPO and any zippo advertising displays in merchandising the 
accused products in suit. The motion for temporary restraining order is 
otherwise denied. 


7. For an excellent exposition of the law to be applied in unfair competition, 
trademark, and related cases, see Haeger Potteries v. Gilner Potteries, 123 F.Supp. 261, 
263-7, 102 USPQ 106, 107-110. 

8. “It follows, as a matter of course, that on the termination of the patent there 
passes to the public the right to make the machine in the form in which it was con- 
structed during the patent. We may, therefore, dismiss without further comment the 
complaint, as to the form in which the defendant made his machines, * * *” Singer 
Mfg. Co. v. June Mfg. Co., supra. 
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MAAS & WALDSTEIN COMPANY et al. v. 
AMERICAN PAINT CORPORATION 


No. 1842 —D. C., D. Minn., 5th Div. — 
November 18, 1959 — 124 USPQ 207 


4.1—EFFECT OF REGISTRATION—IN GENERAL 
Registration of trademarks confers nothing more than procedural advantages 
without enlarging registrant’s substantive rights. 
4.2—EFFECT OF REGISTRATION—THE PRINCIPLE REGISTER 
Since Sec. 33(a) of the Lanham Act refers to “registrant’s right to use the 
mark in connection with goods or services specified in certificate” .. . “subject to 
any conditions or limitations stated therein,” this necessarily limits the field to which 
the trademark extends to the goods in the registration. The exclusive right to use 
the mark is limited to use on the class described in the application. Whatever was 
not claimed is not included in or protected by the trademark. 
7.113—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—CONFUSING 
SIMILARITY 
FLEXITONE for single color paints does not infringe PLEXTONE for multicolor 
paints with discrete particles. 
7.11I—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
Manufacturer of particular goods is entitled to protection of the reputation 
they have acquired against unfair dealing, whether there be a technical trademark 
or not. 
7.214—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE 
DESIGNATION OF ORIGIN 
The law of Minnesota condemns deceit whereby one’s patronage is directed from 
him to the wrongdoer “by the latter’s palming off his goods as those of the former, 
or as it is sometimes said, by pirating or filching the other’s trade. * * * Conversely, 
where there is no deceit there is no unfair competition, as where the defendant sells 
his goods as his own and not as those of the plaintiff.” 


Action by Maas & Waldstein Company and Plextone Corporation of 
America v. American Paint Corporation for trademark infringement and 
unfair competition. Complaint dismissed. 


Bierman & Bierman, of New York, N. Y., and James J. Courtney & Sons 
and Edward D. Courtney, of Duluth, Minnesota, for plaintiffs. 

Palmer, Hood, Crassweller & McCarthy and Ray G. Palmer, of Duluth, 
Minnesota, for defendant. 


DonovaN, District Judge. 

Plaintiffs brought this action’ against defendant for damages and 
an injunction alleging trademark infringement and unfair competition 
by defendant’s use of the mark FLEXITONE, and by amended complaint 
allege ownership and use of the trademark PLEXTONE since 1949, and 
United States Registration No. 547,125, dated August 28, 1951, for the 
mark PLEXTONE and that they have placed the statutory notice ® on labels 
bearing the mark PLEXTONE. Defendant by answer to amended complaint 
admits its adoption and use of the trademark FLEXITONE since 1952. 


1. 15 U.S.C. § 1121, Chapter 22, Lanham Trademark Act and 28 U.S.C. § 1338, 
provide jurisdictional bases. 
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Plaintiffs contend that the two trademarks cover products of “the 
same or similar descriptive properties” sold and marketed by the parties 
to the instant case and that defendant adopted its “mark with the knowl- 
edge and intent to cause confusion in trade * * * or to deceive purchasers.” 

Defendant contends that the trademarks involved herein are descrip- 
tive of entirely different properties and characteristics and that plaintiffs’ 
trademark as such is not entitled to registration under the laws of the 
United States. 

The facts (thoroughly explored by pretrial preparation) are based 
on a trial transcript of 420 pages. They are presented by officers of the 
parties to the instant case. 

It is undisputed that plaintiffs’ trademark is registered,? and that 
since 1949 they sold their products on a national scale and outside the 
United States under their claimed trademark. The defendant does business 
on a much more modest scale than plaintiffs, being confined more or less 
to Minnesota and a few neighboring states and employing nine to twelve 
salesmen for that purpose. It has a factory salesroom at its plant in 
Duluth, Minnesota, where its trade may call and pick up materials pur- 
chased by them. Defendant’s salesmen have twenty-five color cards in 
their sales kit, together with their book of full line colors under cellophane. 
Defendant distributed printed material to its trade reading in part, 
“Easily applied with brush, roller or spray.” Defendant’s industrial field 
differs from that of plaintiffs and is more or less limited to products 
having to do with steel fabricating, shipbuilding, highway departments 
and projects of like nature. The bulk of defendant’s paint line is oil 
base, alkyds and linseed oil, and is identified by a trademark or descrip- 
tion of the product in the container. It also has a general line of marine 
products. 

FLEXITONE is in single colors. PLEXTONE is in multicolors with dis- 
crete particles.* The name PLEXTONE, as used by customers and even by 
a witness for the defendant is at times mispronounced or misspelled. 
Despite inaccuracy in the file jacket (Exhibit 5), plaintiffs claim PLEXTONE 
is sold not only in multicolors but also in monocolors. 

Essentially, the foregoing is a fair summary of the facts of the case 
at bar. Is there such similarity of trademarks between plaintiffs’ PLEXTONE 
and defendant’s FLEXITONE as to cause confusion in the minds of potential 
purchasers? Is defendant’s use of its symbol as a trademark likely to 
impress the purchasers or customers that plaintiffs’ goods emanated from 
defendant or vice versa? Does the record of the instant case support 
plaintiffs’ claim of indulgence by defendant in misleading and unfair 
competition? Applying the yardstick of the rule against practiced deceit 
by a dealer and reasonable anticipation of its effect on the purchasing 
public, to the facts and evidence of the instant case, can it be concluded 


2, Plaintiff’s Exhibit 4. 
3. See Exhibit 5 (the file jacket of Exhibit 4). 
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that defendant has by its conduct infringed plaintiffs’ registered trade- 
mark and unfairly competed with its owner? 

The foregoing queries give rise to issues of fact, for the law of trade- 
marks and trademark infringement is but a part of the law of unfair com- 
petition. It is elementary that the function of a trademark is to identify 
ownership of the article to which it is affixed, and hence is a symbol of 
good will. Registration of trademarks confers nothing more than pro- 
eedural advantages without enlarging the registrants’ substantive rights.‘ 
Plaintiffs’ mark PLEXTONE was registered August 28, 1951,’ and there is 
no dispute about its validity, “in connection with the goods or services 
specified in the certificate [of registration], subject to any conditions 
and limitations stated therein.” The latter quotation, taken from the 
“Lanham Trademark Act,” of necessity limits the field to which the trade- 
mark extends, by the nature of the goods or products specified in said 
certificate of registration.® 

Plaintiffs’ first application for registration was refused on August 7, 
1950. Plaintiffs then applied to amend. This application to amend was 
filed on January 15, 1951. It was refused because of prior registration 
by U. S. Gypsum Company for the trademark TEXTONE. Plaintiffs, on 
January 25, 1951, then filed a supplement to the amending application 
and the trademark PLEXTONE was registered. The exclusive right to use 
the mark is limited to use on the class described in the application. 
Whatever was not claimed is not included in or protected by the trade- 
mark.’ Even if plaintiffs’ mark were entitled to protection throughout 
the field of protective coatings, the evidence does not demonstrate any 
confusing similarity between the marks that would warrant a finding of 
infringement. Based upon what has been said above, it is my considered 
opinion that plaintiffs’ trademark was not infringed by defendant.*® 

The Court will next consider plaintiffs’ additional contention having 
to do with unfair competition. It is well-established law that the manu- 
facturer of particular goods is entitled to protection of the reputation 
they have acquired against unfair dealing, whether there be a technical 
trademark or not. The essence of such allegation of wrong done plaintiffs 
consists of a theory that defendant palms off its product for that of 
plaintiffs by defendant’s use of a similar mark, which in the instant case 


4. Brown § Bigelow v. BeB Pen Co., 191 F.2d 939, 942, 91 USPQ 171, 173 (41 
TMR 1066), and cases cited therein. 

5. 15 U.S.C. § 1057(b). 

6. Curtis-Stephens-Embry Co. v. Pro-Tec-Toe Skate Stop Co., 199 F.2d 407, 95 
USPQ 130. 

7. Walgreen Drug Stores v. Obear-Nester Glass Co., 113 F.2d 956, 46 USPQ 440 
(30 TMR 477) and cases cited. 

8. National Nu Grape Co. v. Guest, 164 F.2d 874, 75 USPQ 229 (37 TMR 848) ; 
Societe Anonyme De La Grande Distillerie E. Cuseinier Fils Aine §& Cie. v. Julius Wile 
Sons § Co., 161 F.Supp. 545, 117 USPQ 257 (48 TMR 1228). 

The instant case is not one where the seller puts into the hands of dealers the 
means for deceiving purchasers and which could reasonably be anticipated to be used 
for deceptive purposes. 
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is FLEXITONE: The evidence of the instant case furnishes no demonstrable 
likelihood of defendant’s misleading the purchasing public to believe it 
is obtaining a PLEXTONE product when it is buying a FLEXITONE product. 

The law of Minnesota condemns deceit whereby one’s patronage is 
directed from him to the wrongdoer “by the latter’s palming off his goods 
as those of the former or, as it is sometimes said, by pirating or filching 
the other’s trade. * * * Conversely, where there is no deceit there is no 
unfair competition, as where the defendant sells his goods as his own 
and not as those of the plaintiff.”®° The exercise of ordinary care by a 
purchaser of defendant’s product would obviate all possibility of con- 
fusing it with plaintiffs’. This is pointed out by the Minnesota Supreme 
Court, quoting the applicable federal authority demonstrating that the 
trail of nonliability has been blazed by the Eighth Cireuit Court of 
Appeals as follows: 


«<#* * * One who so names and dresses his product that a pur- 
chaser who exercises ordinary care to ascertain the sources of its 
manufacture can readily learn that fact by a reasonable examina- 
tion of the boxes or wrappers that cover it has fairly discharged his 
duty to the public and to his rivals, and is guiltless of that deceit 
which is an indispensable element of unfair competition.’ [Allen B. 
Wrisley Co. v. Iowa Soap Co., 122 F. 796, 798. | 

“In Trinidad Asphalt Mfg. Co. v. Standard Paint Co., 163 F. 977, 
983, affirmed 220 U.S. 446 (1 TMR 10), holding that the prominent 
display of a manufacturer’s name on an article sufficiently distin- 
guishes it from those of others, the court quoted from Lord Morris’ 
judgment in Reddaway v. Banham, L.R.App.Cas. [1896], 199, 221, 
222, as follows: 


“<That, to my mind, is obviously done when the respondents put 
prominently and in a conspicuous place on the article the statement 
that it was camel hair belting manufactured by themselves. Having 
done so, they would, as it appears to me, fully apprise purchasers 
that it was not Reddaway’s make, by stating that it was their own.’ 

“In such a case, as Mr. Justice Holmes said in Herring-Hall- 
Marvin Safe Co. v. Hall’s Safe Co., 208 U.S. 554, 559, the explanation 
will ‘give the antidote with the bane.’ We think that it goes further; 
it operates as a prophylaxis entirely immunizing any possible harm 
to a business rival.” *° 


The Court has considered all of the briefs of counsel, including that 
filed on September 30, 1959. It would extend this opinion beyond reason- 
able limits to discuss each case cited by counsel. Suffice it to say that 
the cases relied on are readily distinguishable from the present case 
except those referred to in support of the Court’s conclusion. 

The case at bar presents the Court with a fact question that nee- 
essarily must be decisive of the issues involved. The facts do not spell 





9. Winston & Newell Co. v. Piggly Wiggly Northwest, Inc., 221 Minn. 287. 
10. Ibid. 
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out unfair competition. The facts of precedent cases and those in this 
case differ.” 

Occasion for confusion to the public does not appear from comparison 
of the two marks here in question. Certainly the evidence and controlling 
cases do not sustain the burden required to support the complaint of 
the plaintiffs..* I can perceive nothing that would tend to deceive the 
purchasing public into believing that in paying for FLEXITONE they were 
buying plaintiffs’ products. 

The relief prayed for by plaintiffs is denied. Defendant’s counter- 
claim appears to be withdrawn. If it is not then defendant’s prayer for 
affirmative relief is also denied. 

It is so ordered. 

Defendant may submit findings of fact, conclusions of law and judg- 
ment consistent with the above, with each party bearing its own costs. 

An exception is allowed to the parties aggrieved. 


11. Brown & Bigelow v. BeB Pen Co., supra. 

12. Plaintiffs cite authority in support of their contention as prayed for in the 
amended complaint. Such cases have to do with a finding of infringement and are 
based upon the presumption favoring plaintiffs where the trademark has been registered, 
that the introduction thereof in evidence makes out a prima facie case for plaintiffs; 
that deception and similarity of trademarks tending to mislead the public is condemned 
as unfair competition; that any doubt as to the existence of confusion by reason thereof 
must be resolved against the newcomer. But the evidence here does uot warrant con- 
clusions of confusing similarity. 
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AMERICAN-MARIETTA COMPANY v. KRIGSMAN et al., doing business as 
JAMICK MANUFACTURING COMPANY 


No. 19150—D. C., E. D. N. Y.— March 10, 1959 -—121 USPQ 211 


7.212—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS 
OF GOODS 
It is difficult to acquire secondary meaning in an article of commerce within 
a period of a few short months. 


Action by American-Marietta Company v. Harry Krigsman and 
Harold Miller, doing business as Jamick Manufacturing Company, for 
unfair competition. Plaintiff’s motion for temporary injunction granted 
at 49 TMR 545. Plaintiff moves for order amending findings of fact and 
eonelusions of law. Motion granted in part and denied in part. 


Alexander, Maltitz, Derenberg & Sullivan and Louis Kunin, of New York, 
N.Y., and R. Howard Goldsmith, James W. Clement, and Schneider, 
Dressler, Goldsmith & Clement, of Chicago, Illinois, for plaintiff. 

Kenyon & Kenyon, Ralph L. Chappell, and Richard A. Huettner, of New 
York, N.Y., for defendants. 


Byers, Chief Judge. 


This motion was noticed for March 2, 1959, wherein an order is 
sought pursuant to Rules 52 and 59, F.R.Civ.P., amending certain of the 


findings and conclusions contained in the court’s opinion dated December 
22, 1958, 168 F.Supp. 645, 120 USPQ 358 (49 TMR 545). 

Perhaps it is authorized by so much of subdivision (a) of Rule 52 
that says with respect to findings: 


“* * * in granting or refusing interlocutory injunctions the 
court shall similarly set forth the findings of fact and conclusions of 
law which constitute the grounds of its action.” 


The decision was dated December 22, 1958 but the order was signed 
on January 13, 1959 and the notice of this motion is dated January 22, 
1959 (namely, within ten days). 

Conformity to Local Rule 9(h) concerning motions for reargument 
which must be made within fourteen days after the court’s determination, 
is not sought to be shown, since that period expired on January 5, 1959. 

So far as strict reargument is concerned, this dereliction would be 
sufficient to support a dismissal of the motion. 

It is not proposed to restate the matters contained in the said opinion 
except as they are now challenged: 

On page 647, the second complete paragraph in the right-hand column, 
120 USPQ at 360 left-hand column (49 TMR at 547), reads: 
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“The situation confronting Greenleaf upon receiving notice of 
the cancellation of the license by plaintiff. was that he had facilities 
for the production and sale in the United States, of the mop which 
he had been making and selling in Canada, which was identical with 
O’CEDAR 76.” 


Broadly speaking, he had facilities, namely corporate facilities, but he 
was not equipped to manufacture locally and sell at the time to which 
the foregoing language refers. 

The word “had” before the word “facilities” is withdrawn, and the 
words “needed manufacturing” are substituted. 

The second proposed amendment is the addition to the above para- 
graph of the words: 


“and which Greenleaf had been selling in Canada, but only in Canada, 
since 1949.” 


If the foregoing is deemed important for clarification, there is no 
reason why the quoted words should not be added to that paragraph of 
the opinion. 

As to these two changes, the motion under Rule 52(a) is granted. 

The balance of the motion is addressed to the proposition that so 
much as follows a tabulation of the issues (page 648, right-hand column, 
120 USPQ at 361, right-hand column (49 TMR at 550)) should be recast 
and reworded so as to grant to plaintiff the full relief that it sought by 
way of temporary injunction. 

The burden of the argument is that the court has failed to grasp 
the factual situation, and is mistaken as to the applicable law. Perhaps 
the plaintiff is right on both grounds, but correction will have to be 
accomplished by mandate of a reviewing court. 

Stated in lowest terms, the plaintiff argues that Greenleaf should 
not be permitted to make and sell in the United States the mop which 
he designed and licensed the plaintiff (its predecessor) to manufacture 
and sell, because the latter built up a flourishing business over the years; 
that by extensive advertising and efficient sales methods, plaintiff created 
a secondary meaning for the mop under the trademark 0’CEDAR. 

This contention means that plaintiff’s mop itself is necessarily to be 
protected from competition by the defendant in this country, by reason 
of the value of the trademark, although no infringement thereof is involved. 

If that is the law, it can be so established in a decree on final hearing, 
but not as a matter of adjudication pendente lite, in the opinion of 
this court. 

The affidavits of alleged incidents said to have occurred some three 
weeks after the date of the said opinion and which are controverted 
in part at least, do not add anything of real substance to the controversy. 

Even the statements attributed by those affidavits to the defendant’s 
representative are not false in themselves but, by reason of all attendant 
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circumstances, the utmost that could be argued is that they lack complete 
circumspection if competition is to be maintained at the highest levels 
of commercial solicitation. They fall far short of indicating unfair 
competition. 

The citations of Wightman & Hough Co. v. Nivois, 264 F. 98 (10 
TMR 317), and the Morse-Starrett Products Co. v. Steccone, 86 F.Supp. 
796, 83 USPQ 496 (40 TMR 41), do not aid the plaintiff on this motion. 

In the first, the use of the word YANKEE and the form of trade wrap- 
ping were enjoined. So much was granted to this plaintiff in the decision 
now sought to be changed. 

As to the second, the facts are quite foreign to those here involved; 
in addition, it was the defendant in that case, the original licensor, who 
terminated that license. 

Here it was the plaintiff who brought the relationship of licensor 
and licensee to an end, and now seeks to use that action to deprive the 
defendant of an opportunity to compete in the market for this form of 
mop, although the subject-matter is a product of which the defendant 
was the original designer. 

The plaintiff's reliance upon secondary meaning is difficult to follow. 
The mop now being manufactured and sold under the designation NEW 
0’CEDAR 76 SPONGE MOP purports to be a new model evolved in 1958 to 
take the place of the former product made and marketed under the license 
which plaintiff cancelled. 

To assert a secondary meaning attaching to the new model during 
the few months that elapsed between its advent and the filing of this 
complaint, can scarcely be taken seriously. If it be conceded that the 
new model differs in no visible respect from the former licensed device 
that would expose an advertising inconsistency on the part of the plaintiff, 
without creating a legal status concerning the discarded product. 

The secondary meaning concept as presently understood, cannot be 
given so attenuated a sanction. 

After all, the plaintiff is in a court of equity wherein it is required 
to weigh the probable effect of granting a temporary injunction as sought 
by a plaintiff, with the hardship upon a defendant whose business is thus 
sought to be restrained, having in mind all of the circumstances thus far 
brought to light. Those circumstances as presently understood are not 
inconsistent with over-reaching on plaintiff’s part. 

The court was unwilling to decide in limine the probable outcome 
of the case on final hearing. That decision is adhered to, and except as 
indicated above the plaintiff’s motion is denied. 

Settle order. 

Ed. Note: The decision on appeal of the case reported above and in 
49 TMR 545 immediately follows. 
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AMERICAN-MARIETTA COMPANY v. KRIGSMAN et al., doing business as 
JAMICK MANUFACTURING CO. 


No. 142—C. A. 2—February 16, 1960-—124 USPQ 320 


8.1—COURTS—JURISDICTION 
Where jurisdiction in an unfair competition case is based upon diversity of 
citizenship the Federal Court will apply the state law in determining the rights 
of the parties. 
7.211—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
If “nonfunctional” features of goods have come to signify origin in the minds 
of buyers, a second comer in the field will be forbidden to incorporate those fea- 
tures into the design of his own wares. 
7.212—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS 
OF GOODS 
One who seeks to enjoin the reproduction of what is in the public domain must 
affirmatively show that copied features were the reason for the confusion; it is not 
enough that perhaps they may have contributed. 
7.23—REMEDIES—UNFAIR COMPETITION—EVIDENCE 
Defendant may sell refills to be used in plaintiff’s mops, and may so state on 
their wrappers. 


Action by American-Marietta Company v. Harry Krigsman and 
Harold Miller, doing business as Jamick Manufacturing Co., for unfair 
competition. Both parties appeal from order of District Court for Eastern 
District of New York granting in part and denying in part plaintiff’s 
motion for preliminary injunction. Modified. 

Cases below reported at 49 TMR 545, 50 TMR 495. 


Alexander, Maltitz, Derenberg & Sullivan, of New York, N.Y. (Louis 
Kunin, of New York, N.Y., and R. Howard Goldsmith, James W. 
Clement, and Schneider, Dressler, Goldsmith & Clement, of Chicago, 
Illinois, of counsel) for plaintiff. 

Kenyon & Kenyon (Ralph L. Chappell and Richard A. Huettner of coun- 
sel) of New York, N.Y., for defendants. 


Before HAND, HINcCKs, and WATERMAN, Circuit Judges. 


HAnpD, Circuit Judge. 

These are appeals by both parties from an interlocutory order of the 
District Court for the Eastern District of New York (Byers, J. presiding) 
in an action against the defendants for unfair competition in the sale of 
“sponge mops.” The order refused to enjoin the sale of the defendants’ 
mop under its trade name crown 400 mop, but did enjoin selling separate 
sponges as “refills” under the legend: “This refill fits the o’cEpAR 76 and 
crown 400. The plaintiff is an Illinois corporation and the two defendants 
are residents of Brooklyn, so that the jurisdiction of the District Court 
is based on diversity of citizenship. The facts are undisputed. A Canadian 
citizen, named Greenleaf, procured two United States patents—one in 
1950 for a “back presser mop”; and the other in 1952 for the “sponge 
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element” of the mop. It is not necessary to describe the disclosures beyond 
saying that the mops consisted of long handles with a horizontal flat metal 
carrier at the end, to which was fastened a “cellulose sponge or other 
equivalent highly absorbent material.” At one edge of the carrier a 
“presser plate” was hinged which could be rotated by an attached handle 
so as to squeeze the water out of the sponge through twelve horizontal 
slots piercing the “presser plate” in three rows of four each. The sponge 
was a trapezium in section with the shorter edge towards the hinged 
edge of the “presser plate”; it had a “stiffening plate” on one side carrying 
screw-ends by which it could be attached to, and detached from, the 
carrier. Both applications were filed on December 21, 1948, and on April 
25, 1949, the plaintiff’s “predecessor,” the “O-Cedar Corporation” obtained 
from Greenleaf an exclusive license for the United States to make and 
sell both the mops and the sponges. The “O-Cedar Corporation” was 
later absorbed into, and became a part of, the plaintiff, which continued 
to make and sell under the license until November, 1957 when it sur- 
rendered the license to Greenleaf’s representatives; and then began to 
make and sell mops varying only slightly from those made under the 
patents. These it called NEW o’cEDAR 76. After November, 1957, the 
defendants made and sold the patented mop under the name, crown 400, 
and put upon the “refills” the legend we have already mentioned: “This 
refill fits the o’cEDAR 76 and crown 400; they have never used the name, 
“Q-Cedar” in any other way. The sales of the plaintiff and its “predecessor” 
have been exceedingly large, and it has guaranteed its mops for five years. 

First, we will consider the plaintiff’s claim that it was “unfair com- 
petition” for the defendants to sell the crown 400 mop under that name; 
and next we will consider whether it was “unfair” to state that the de- 
fendants’ sponges would fit the o-cEDAR 76 mop. Since no part of the 
claim is founded on the “copyright, patent or trademark laws” the “claim 
of unfair competition” is not within § 1338(b) of Title 28. Jurisdiction 
therefore depends upon diversity of citizenship and the law of New York 
determines the parties’ right. It is argued that the law of that state 
does not confine “unfair competition” to the invasion of a “secondary 
meaning” by copying “non-functional” features of a product; and that 
is apparently true, Santa’s Workshop v. Sterling, 282 App. Div. 328, 98 
USPQ 463; Avon Periodicals Inc. v. Ziff-Davis Pub. Co., 282 App.Div. 
200, 98 USPQ 38 (43 TMR 1157), though scope of the doctrine, as so 
extended, is not clear. The whole basis of the law of “unfair compe- 
tition” in this aspect is that no one shall sell his goods in such a way as 
to make it appear that they come from some other source. The simplest 
form of this is to use the name or trademark of another, but the law 


1. Maternally Yours v. Your Maternity Shop, 234 F.2d 538, 110 USPQ 462 (46 
TMR 1509) (C. A. 2); Norwich Pharmacal Co. v. Sterling Drug Co., 271 F.2d 569, 123 
USPQ 372 (50 TMR 349) (C. A. 2); Speedry Products Inc. v. Dri Mark Products, Inc., 
271 F.2d 646, 123 USPQ 368 (50 TMR 368) (C. A. 2). 
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goes further than that. If the the goods have certain features that have 
no significance as to the provenance of the goods, yet have come to 
have a “secondary meaning” which may mislead buyers into supposing 
that they come from a source on which the buyers rely, those features 
may not be copied. That is the doctrine of “non-functional” copying, and 
is limited to those features of the original goods that are not in any way 
essential to their use. If in addition to being “non-functional” these fea- 
tures have indeed come to signify origin in the minds of buyers, a second 
comer in the field will be forbidden to incorporate those features into 
the design of his own wares; the chance that this will deflect buyers who 
would otherwise buy of the putative other source cancels the second 
comer’s privilege of reproducing the original, which he had in common 
with the public at large. 

It is this doctrine that the plaintiff invokes, though it apparently 
misconceives its scope. The appearance of defendants’ crown 400 mop 
is so like that of the plaintiff's NEw o’cEDAR 76 that it is quite likely 
that buyers or users may suppose that they come from the same producer; 
and the plaintiff seems to suppose that this is enough to require the 
defendants in some way to disabuse buyers of any such inference. So 
far as we know, no court has ever so held, and it would in effect give a 
design patent upon the appearance of the article. Having no such patent 
the plaintiff must be content to allow the defendants to copy its mop 
provided there are no “non-functional” features in the 0-cEDAR 76 which 
the crown 400 has taken over. The only such feature that is even sug- 
gested is the twelve horizontal “slots” in the “presser plate,” which both 
parties took from the disclosure of the patents. That is not one of the 
elements in the claims, and indeed the disclosure expressly declares that, 
although the “presser plate” “is formed of a metal grid having spaced 
openings, 16, and reinforcing ribs, 17, * * * other forms of presser grids 
may of course be utilized.” (Pat. 2,515,408, Col. 4, lines 29-32.) More- 
over, it is true that the slots are “non-functional” in the sense that the 
mop will work as well with openings of another shape, as for example 
those in the NEW 0-CEDAR 76 which are not “slots” at all. Hence the first 
condition upon a “secondary meaning” is fulfilled. On the other hand 
there is not a jot or tittle of evidence to suggest that the slots in the 
original mop misled buyers into supposing that the crown 400 came from 
the same source as the 0-CEDAR 76. It is indeed quite likely that buyers 
have assumed an identity of origin to the two mops from their general 


2. Enterprise Manufacturing Co. v. Landers, Frary & Clark, 131 F. 240; Crescent 
Tool Co. v. Kilbourn §& Bishop Co., 247 F. 299 (8 TMR 177); General Time Instrument 
Co. v. United States Time Co., 165 F.2d 853, 76 USPQ 211 (38 TMR 172); Lucien 
Lelong Inc. v. Lander Co., 164 F.2d 395, 75 USPQ 302 (38 TMR 57) ; Charles D. Brid- 
dell, Inc. v. Alglobe Trading Co., 194 F.2d 416, 92 USPQ 100 (42 TMR 207) ; Speedry 
Products, Inc. v. Dri Mark Products, Inc., 271 F.2d 646, 123 USPQ 368 (50 TMR 368) ; 
Norwich Pharmacal Co, v. Sterling Drug Co., 271 F.2d 569, 123 USPQ 372 (50 TMR 
349). 
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similarity ; it is even possible—though we should suppose it very unlikely— 
that the identical form of the “slots” may have contributed to that as- 
sumption, but one who seeks to enjoin the reproduction of what is in 
the public domain must affirmatively show that the copied features were 
the reason for the confusion; it is not enough that perhaps it may have 
contributed: and this is especially relevant in the case at bar because the 
same feature—a series of twelve parallel slots,—had twice already ap- 
peared (Exhibits S. P. 16 and S. P. 64) with the only difference that 
the slots were not horizontal but at an angle of less than 45°. It is 
perhaps conceivable that upon the trial the plaintiff may be able to prove 
that twelve horizontal “slots” had become the earmark, so to say, of 
the 0-cEDAR 76; but upon a motion for preliminary injunction, no such 
inference is to be presumed. So far as concerns the mop itself, the claim 
was not proved. 

As we have said, the parties’ rights in this case depend upon the law of 
New York, and the law of “unfair competition” of that state is not confined 
to the doctrine of “secondary meaning.” On the other hand, we have deter- 
mined the parties’ rights without recourse to any New York decisions. We 
have done this deliberately because we have found no New York decisions 
that are appropriate to the situation at bar. We are therefore thrown back 
upon the law as laid down in other jurisdictions, especially by federal courts, 
because it has seemed to us that in the absence of local contrary decisions 
the courts of New York are likely to adopt the same doctrines, which 
incidentally also appear to us best to cover the situation. That the law 
of New York is not limited by the doctrine of “secondary meaning” does 
not mean that the courts of that state repudiate what has been laid down 
elsewhere, until they have given some intimation of a contrary purpose. 

There remains the legend printed upon the defendants’ “refill” which 
we have twice quoted. This clearly distinguished between the two mops, 
and does not suggest that the refill comes from the plaintiff, unless the 
reader has been already misled into supposing that the maker of the 
cROWN 400 was the same as the maker of 0-cEDAR 76, for whch, as we 
have just said, there is no support in the record. If these two mops 
are not so confused, the claim must be that the defendants may not sell 
their “refill” to be used in the plaintiff’s mop, and that the defendants 
certainly may do.* It is true that the defendants for a time did wrap 
their refills in a cellophane cover which closely imitated the cover of the 
plaintiff, but this they have now changed and the new cover is at once 
distinguishable from the plaintiff’s. 

The evidence of “passing off” crown 400 mops to buyers who asked 
for 0-cCEDAR 76 mops did not implicate the defendants. Two of the plain- 





3. Electric Auto-Lite Co. v. P. § D. Manufacturing Co., 78 F.2d 700, 26 USPQ 284 
(25 TMR 485) (C. A. 2); Columbian Art Works v. Defiance Sales Corporation, 45 F.2d 
342 (21 TMR 502) (C. A. 7); Myles Standish Manufacturing Co. v. Champion Spark 
Plug Co., 282 F. 961 (13 TMR 14) (C. A. 8). 
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tiff’s emissaries went to the same shop in New Jersey, asked for an 
0-CEDAR SPONGE MOP; and were sold the crown 400. That was “unfair 
competition” by the shop servants and perhaps also by the shop, but it 
was not evidence against the defendants. 

In what we have said we have assumed for argument that the plaintiff 
continues to have a legally protected interest in the name, 0-CEDAR 76, 
although it has discontinued to use it, and has substituted NEW O-CEDAR 76. 
We do not, however, wish to be understood as deciding that question. 

The order is affirmed so far as it denied any injunction against the 
manufacture and sale of the 0-cEDAR 76, under the name crown 400. The 
order is reversed so far as it enjoined the defendants from using upon 
its “refill” sponges the legend: “This refill fits the O-Cedar 76 and Crown 
400.” 

Sections of the order numbered 7, 8, and 10(a) are affirmed. 
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ANDERSON v. NATIONAL BROADCASTING COMPANY, INC. 
D. C., S. D. N. Y.— November 17, 1959 — 124 USPQ 216 


7.26—REMEDIES—UNFAIR COMPETITION—NAMES—PATENTED ARTICLES 
It is necessary to prove secondary meaning and likelihood of confusion to 
establish exclusive rights to name for character on television where the defendant’s 
character does not imitate plaintiff’s character and where there is no palming off 
by the defendant. 
7.114A—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DESCRIPTIVE 
TERMS 
Even a descriptive term may achieve secondary meaning in public mind. 
7.26—REMEDIES—UNFAIR COMPETITION—NAMES—PATENTED ARTICLES 
The circumstance that, contrary to the advertising by defendant of its full title, 
THE LAW OF THE PLAINSMAN, several publications abbreviated the title to THE 
PLAINSMAN, as a matter of journalistic shorthand, does not establish, at least for 
the purpose of this motion, that the viewing public has been, or will be, misled into 
believing that it is the plaintiff’s program and the plaintiff’s character (THE PLAINS- 
MAN) that is to be presented. 
4.2.—EFFECT OF REGISTRATION—THE PRINCIPLE REGISTER 
The registration of the title (of TV program), the validity of which is chal- 
lenged by the defendant, affords no ground for preliminary injunction since in any 
event the same basic issues must be met by the plaintiff. The registration conferred 
no greater rights upon the plaintiff than he enjoyed at common law. 


Action by Warren H. Anderson v. National Broadcasting Company, 
Inc., for trademark infringement and unfair competition. Plaintiff moves 
for preliminary injunction. Motion denied. 


Rogers, Hoge & Hills and Mercer L. Stockell, of New York, N.Y., Rommel, 
Allwine & Rommel and John M. Rommel, of Washington, D.C., and 
McCarthy, Rose & Haynes and George S. McCarthy, of Amarillo, 

_ Texas, for plaintiff. 

Coudert Brothers, Carleton G. Eldridge, Jr., and Eugene L. Girden, of 

New York, N.Y., for defendant. 


WIENFIELD, District Judge. 

Plaintiff moves to enjoin the defendant from advertising and broad- 
easting any television program entitled LAW OF THE PLAINSMAN or one 
under any other title containing a reference to THE PLAINSMAN and from 
broadeasting any television show featuring or presenting any character 
therein known or designated as THE PLAINSMAN. Defendant’s program 
has been broadcast over its national network stations since October 1, 
1959 and is scheduled to be presented each Thursday evening. The viewing 
potential is 41,000,000 television sets or an estimated audience of 140,000,000 
persons. 

Jurisdiction is asserted upon diversity of citizenship and the Trade- 
mark Act of 1946.7 


1. 60 Stat. 427 (1946), 15 U.S.C. §§ 1051-1127. 
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Plaintiff’s use of the name THE PLAINSMAN originated in a sponsored 
television program broadcast by a local station, KFDA, at Amarillo, 
Texas. The range of the station extended to an area known as the High 
Plains, part of the Great Plains, which includes the Panhandle of Texas, 
parts of New Mexico, Oklahoma, Kansas and Colorado. The viewing po- 
tential of the television station is 170,000 television sets or an estimated 
200,000 persons. 

The sponsor was Plains Creamery, a distributor of milk products 
in the High Plains area. The name of the sponsor and the locale, sug- 
gested the adoption by plaintiff of the name THE PLAINSMAN. In his own 
words : 

“Our sponsor was ‘Plains Creamery’—This being the High Plains, 
it tied in that I should be called ‘The Plainsman’ for ‘Plains 

Creamery.’ ” 


Plaintiff was depicted as a cowboy who narrated cowboy adventures. 
The promotional appeal for the sponsor’s milk products was directed 
principally to children in the High Plains area. The show was presented 
five days a week, Monday through Friday, from May 1954 to April 1958, 
when it was discontinued because the sponsor was merged with a national 
dairy company. The show was owned by the television station by which 
plaintiff was employed as production manager. With the consent of the 


station owner, the plaintiff, in April, 1957, registered the title, THE PLAINS- 
MAN in the United States Patent Office, as a service mark for a television 
show of the western adventure type. 

In addition to his regular appearances on the weekly program, 
plaintiff, in his character as THE PLAINSMAN, attended rodeo shows, ap- 
peared occasionally on other television programs, made public appearances 
throughout the High Plains area for various charities, chambers of com- 
merece and similar organizations. He was referred to as THE PLAINSMAN 
in all media of advertising. He asserts that some 12,000 children who 
listened to his program joined, under his inspiration, a club known as 
THE PLAINS RIDERS, sponsored by Plains Creamery as part of its adver- 
tising campaign. In sum, plaintiff alleges that he has created, and become 
identified as, a western type character under the name of THE PLAINSMAN 
in the states of Texas, New Mexico, Oklahoma, Colorado and Kansas; 
that he is known by that name to the public generally and not by his 
true name; that a valuable good will attaches to the name and to the 
character created. He claims a property right in the good will attaching 
to the name and the character so created by him and seeks to enjoin the 
defendant from using THE PLAINSMAN in connection with its television 
show, not only in the Plains area, but also throughout the United States. 
Here his position is that, based upon his registration, he is entitled to 
expand the use of the name throughout the country and so is entitled 
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to protection against any use of the name which may confuse or hinder 
that expansion. 

Although the sponsored program, on which plaintiff originally ap- 
peared at Amarillo, Texas, has been discontinued for a year and one-half, 
he asserts that he has not abandoned the use of the title or character; 
that, on the contrary, he anticipates it will be resumed; that there are 
available multiple sponsors but he is holding out for a single sponsor. 

When the defendant announced, shortly before its initial showing, 
that it planned to broadcast a television program entitled THE LAW OF 
THE PLAINSMAN,’ plaintiff notified defendant of his claim. Defendant, 
however, was of the view that the show did not impinge upon any right 
of the plaintiff, proceeded with its program, and has presented it weekly 
over its national hookup ever since. The motion for an injunction was 
made following the second performance. 

The chief character in the defendant’s show is a Harvard educated 
Apache Indian who returns to the west to act as a United States Deputy 
Marshal. The film on the show does not describe or refer to the character 
so portrayed as THE PLAINSMAN. At the start and finish of the show the 
title, THE LAW OF THE PLAINSMAN, appears across the screen and other 
than this there is no reference to any “Plainsman”. 

Thus, the characters portrayed are entirely different—indeed, no 
claim is made that the principal character in the defendant’s shows 
simulates or imitates the character role of the plaintiff. To the contrary, 
the essence of the charge is that because the defendant’s character is 
different—in the plaintiff’s own words “a Harvard educated Apache with 
a page-boy haircut’—whereas he, the plaintiff is “a real cowboy,” the 
defendant’s title, THE LAW OF THE PLAINSMAN, burdens the plaintiff with 
an undesirable association, tends to destroy the valuable good will which 
he claims in THE PLAINSMAN, and hinders him from obtaining new spon- 
sorship for his program. All this is based on the assertion that the 
defendant’s title causes confusion with plaintiff’s title and that the public 
will be misled into believing that it is the plaintiff’s show, THE PLAINSMAN, 
centering about his character, that is being presented. 

Since there is no claim that the defendant’s character imitates the 
plaintiff’s character, the MUTT AND JEFF, BUSTER BROWN,* and similar cases 
where defendant’s use of the character created by another was intentional 
and misleading to the public, are inapposite. The absence of any claim 
of predatory conduct such as palming off or actual and intentional de- 
ception upon the public narrows the issue to the claimed right of the 
plaintiff to the exclusive use of.the title THE PLAINSMAN. Plaintiff con- 
tends he is entitled thereto under the common law of unfair competition. 





2. Originally the proposed show was announced as TALES OF THE PLAINSMAN but 
prior to the initial broadcast the title was changed to THE LAW OF THE PLAINSMAN. 

3. Fisher v. Star Co., 231 N.Y. 414 (11 TMR 333), certiorari denied, 257 U.S. 654; 
New York Herald Co. vy. Star Co., 146 F. 204, affirmed without opinion, 146 F. 1023. 
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Thus, to succeed, he must prove secondary meaning, plus likelihood of 
confusion.* He necessarily urges that the title THE PLAINSMAN has ac- 
quired a secondary meaning in the Plains area—that mere mention of 
it at once identifies in the public mind his show and the character cre- 
ated therein. Here he makes the further argument that the title adopted 
by him is fanciful and arbitrary. 

In opposition, the defendant contends that THE PLAINSMAN is a gen- 
eral descriptive term—that it is neither arbitrary nor fanciful, but merely 
descriptive of “a man who lives in the plains” and to support its position 
it cites dictionary definitions and gives instances of many and varied 
uses of the title. However, this is not dispositive of the matter since even 
a descriptive term may achieve a secondary meaning in the public mind.° 
The defendant suggests that if any secondary significance has attached 
to the title, it is in favor of one Wild Bill Hickok, a typical and well- 
known western figure about whom a motion picture entitled THE PLAINSMAN 
was presented in 1937 and reissued from time to time, as late as 1953. 
Further, in its attack upon the claim of secondary meaning, the defendant’s 
officers swear that despite its broad experience and its knowledge of the 
television business, it had never, prior to the claim advanced by the 
plaintiff, heard of him or the program entitled THE PLAINSMAN—that 
search by counsel specializing in such matters failed to disclose plaintiff’s 
use of the title. As to the other essential element of plaintiff’s claim, 
likelihood of confusion, again the defendant disputes the plaintiff. It 
emphasizes that the titles are not identical. 

To succeed on this motion, the plaintiff must establish (1) a rea- 
sonable probability that he will succeed upon the trial on the basic issues 
of secondary meaning and likelihood of confusion, and, even if this does 
appear, (2) that irreparable injury will result if immediate injunctive 
relief is not granted.® 

I am not persuaded that the plaintiff has sustained his burden. His 
right to the claimed exclusive use of the title, THE PLAINSMAN, based upon 
a secondary significance attaching in his favor, is, upon this record, not 
so clear that it can be said he will prevail upon the trial. No substantial 
evidence has been submitted to support the charge of likely confusion. 
The circumstance that, contrary to the advertising by defendant of its 
full title, THE LAW OF THE PLAINSMAN, several publications abbreviated 
the title to THE PLAINSMAN, as a matter of journalistic shorthand, does 
not establish, at least for the purpose of this motion, that the viewing 
public has been, or will be, misled into believing that it is the plaintiff’s 


4. Norwich Pharmacal Co. v. Sterling Drug, Inc., 271 F.2d 569, 123 USPQ 372 
(50 TMR 349). 

5. Albany Packing Co. v. Crispo, 227 App. Div. 591, affirmed without opinion, 253 
N.Y. 607 (19 TMR 512); Maintenance Co. v. Colletti, 62 N.Y.S.2d 329, 69 USPQ 195 
(36 TMR 128). 

6. Speedry Products, Inc. v. Dri Mark Products, Inc., 271 F.2d 646, 123 USPQ 
368 (50 TMR 343). 
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program and the plaintiff’s character that is to be presented. No instance 
has been cited that any viewer of television, familiar with plaintiff’s 
show, expected to see the plaintiff’s program when he first saw the de- 
fendant’s notice or its title across the screen. And, if one did view the 
defendant’s show, there could be no confusion or deception since it depicts 
adventures in law enforcement by a full-blooded Apache Deputy United 
States Marshal, whereas the theme of plaintiff’s shows was a narration 
to youngsters of cowboy adventures. The character and subject matters 
are entirely different. 

Neither has plaintiff established that irreparable injury will result 
if immediate restraint is not granted. His show has not been presented 
for eighteen months. While he contends he has not abandoned it, no 
sponsor has appeared, although it is claimed some are interested. The 
defendant urges that even if not abandoned, non-use over an extended 
period seriously impairs the claim that there exists today, if indeed 
it ever did, a secondary meaning to the title.’ 

The registration of the title, the validity of which is challenged by 
the defendant, affords no ground for relief since in any event the same 
basic issues must be met by the plaintiff. The registration conferred no 
greater rights upon the plaintiff than he enjoyed at common law.*® 

The motion is denied. 

The foregoing is without prejudice to an application by the plaintiff, 
if so advised, to apply for a preference in accordance with the rules of 
this Court. 

Settle order on notice. 


7. See Golenpaul v. Rosett, 174 Misc. 114, 45 USPQ 45 (30 TMR 192). 
8. Willson v. Graphol Products Co., 188 F.2d 498, 89 USPQ 382 (41 TMR 591). 
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BENNETT BROTHERS, INC. v. FLOYD BENNETT FARMERS 
MARKET CORPORATION et al. 


N. Y. Sup. Ci., Spec. Term, N Y. Co. — January 18, 1960 — 124 USPQ 345 


7.24—REMEDIES—UNFAIR COMPETITION—DEFENSES 
The claim of “innocence,” even if credited, cannot save defendants who have 
appropriated part of plaintiff’s trade name where defendants were warned in time 
within which to make the necessary changes. 


7.216—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE 
AND COMMERCIAL NAMES 
Even absent competition between the parties, one cannot adopt the name of 
another which may lead to confusing the purchasing public. 
7.225—REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF— 
INJUNCTION 


Injunction granted where plaintiff had used the name BENNETTS for over fifty 
years in its retail business and defendants recently began to operate a large retail 
establishment where sales are made by tenant vendors who collectively advertise as 
BENNETTS. 


Action by Bennett Brothers, Inc., v. Floyd Bennett Farmers Market 
Corporation and Valley Stream Properties, Inc., for unfair competition. 
Judgment for plaintiff. 


Lipper, Shinn & Keeley (Aaron Lipper, Richard B. Dannenberg and Lester 
Migdal of counsel) of New York, N. Y., for plaintiff. 


Dreyer & Traub (Sylvan Freeman of counsel) of Brooklyn, N. Y., for 
defendants. 


EPSTEIN, Justice. 

This is an action for injunctive relief seeking to bar defendants and 
affiliates from using the trade name BENNETTs in general consumer sales 
to the public. The action was begun October 24, 1959, after unsuccessful 
efforts to dissuade defendants by letters under dates of September 22 
and October 15, 1959. Temporary injunction was denied but an imme- 
diate trial ordered by Mr. Justice Conlon of this court. Issue was joined 
November 12, 1959 and trial commenced in this court December 14, 1959. 
Plaintiff is owned, directed and operated by members of the Bennett 
family and every stockholder, officer and directing executive is a member 
of the Bennett family bearing the name BENNETT. For more than fifty 
years, plaintiff and the Bennett family have conducted the business since 
1909, having taken over a predecessor business. First it was BENNETT 
MANUFACTURING CO., then BENNETT BROTHERS, a partnership, and since 
September 12, 1929 the name has been BENNETT BROTHERS, INC., this plain- 
tiff. Plaintiff sells consumer merchandise of all kinds, totaling over 18,000 
items covering everything but foodstuffs. It is a business established in 
the spirit of American enterprise. 

In New York City, plaintiff Bennett Brothers has over 90,000 square 
feet of warehouse and executive space, occupying some five floors at 435 
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Hudson Street; two showrooms at 175 Broadway and 485 Fifth Avenue. 
At the latter showrooms, purchases may be made by customers over the 
counter for cash or by orders from employers on behalf of employee 
customers. In Chicago, an Illinois corporation of like name has a show- 
room and warehouse of over five floors, 60,000 square feet at 30 East 
Adams Street, and in New York and Chicago, each business of plaintiff 
employs over 300 employees. Beginning some thirty years ago, plaintiff 
published a catalogue in a paper cover of some one hundred pages. Today 
plaintiff’s catalogue, known as the BENNETT BLUE BOOK, in a hard washable 
cover, comprises over 900 pages. In 1959, over 250,000 of these catalogues 
were distributed, some 125,000 in the eastern seaboard region and some 
25,000 alone in the New York Metropolitan region. In Nassau and Suffolk 
counties alone, some 3,700 Blue Books were distributed among such em- 
ployer firms as Borden Company, Republic Aviation, Metropolitan Life 
Insurance Company, Civil Aeronautics Administration, New York Tele- 
phone Company, Sperry-Rand Corporation, Liberty Mutual Insurance 
Company, Ridgewood Savings Bank, Receiver of Taxes of Town of Hemp- 
stead and sundry other firms, banks and agencies on Long Island. Of 
the 1960 Bennett Blue Book publication distributed (321,000) one-half 
has been distributed in the East. These books are for the employees’ use 
and supplementing the Blue Book over 400,000 circulars were sent out 
as promotional material under the name BENNETT. Since 1955 plaintiff 
and the Illinois corporation have spent over three million dollars in pro- 
motion, of which some two million dollars is able to be allocated to the 
New York region operations. The members of the Bennett family plan, 
compose and lay out the circulars, catalogues and advertising material. 

The gross sales of plaintiff in the United States rose from $2,775,510 
in 1945 to $17,828,171 in 1957; then declined to $16,700,790 in 1958 and 
further to $15,932,587 in 1959. The sales in the metropolitan area of 
New York City (including Long Island, Westchester and nearby New 
Jerey communities) rose from $300,626 in 1945 to $1,981,111 in 1957 and 
declined in 1958 to $1,859,696 and further in 1959 to $1,752.476. This 
court does not conclude that the New York City area decline or the 
National decline is attributable to the defendants’ competition. But the 
court cannot blind itself to the fact that the march of peripheral neigh- 
borhood stores, shopping centers, and “supermarkets” like those of de- 
fendants here must constitute a threat to other forms of merchandising 
distributors, particularly mail order houses and the like. Of course, the 
courts cannot undertake to block the march of honest competition and 
the natural avenues of large scale appeal to consumer buying in suburban 
areas. The extent to which the courts may act in the arena of economic 
conflict is clearly marked, but must be exercised only where the facts 
warrant the imposing of a reasonable standard of ethics in the business 
world. At least we are warranted in preventing the conscious or uncon- 
scious appropriation of the good name of a well-established enterprise in 
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a case where no other sound reason exists and timely warning has been 
given, 

Defendants here concede the excellence of plaintiff’s products, the 
good repute of plaintiff in selling first quality merchandise for some sixty 
years. “A good name is better than great riches” has been one of plaintiff’s 
slogans. Plaintiff has understandably been proud of its record in business. 
Its incorporation dates from 1929; defendant Floyd Bennett Farmers 
Market was incorporated August 2, 1956; defendant Valley Stream 
Properties, Inc., incorporated March 19, 1959. No officer, director or 
stockholder of defendants is named Bennett. Yet defendants carry a 
cross-reference in the telephone directory as BENNETTS DISCOUNT MART, 
corresponding to the FLOYD BENNETT DISCOUNT MART, &c. Plaintiffs have 
spent several million dollars in promoting the name BENNETT. In 1959 
plaintiff expended almost a half million in promotion. Defendant Floyd 
Bennett Farmers Market Corporation spent in the year 1957-58 some 
$74,000 promoting the name FLOYD BENNETT, and from 1958 to 1959 over 
a year period some $26,000 in combined radio and newspaper adver- 
tising. Plaintiff sells to and depends on customers and their satisfaction. 
Defendants only lease space to tenants who sell, each a different variety 
of merchandise, collectively advertised by the landlord defendants as 
BENNETTS. 

Defendants operate large retail establishments where the actual sales 
are made by tenant vendors. A host of articles sold in defendants’ places 
of business, both in Brooklyn and in Valley Stream, Long Island, are 
in the same categories as those sold by plaintiff, both by catalog and 
in its retail establishments. The fact that the quality is of a cheaper grade 
in most instances and the fact that some foodstuffs are also sold in de- 
fendants’ “markets” do not remove defendants from the area of protection 
that a sound jurisprudence should aceord to the long-established business 
of plaintiff. The fact that many suppliers and customers were confused 
is amply proven. The change of the type of advertising, style, form and 
script in advertising and on customers’ bags also conduce to the belief 
that defendants have used plaintiff's name, method and example. The 
claimed “innocence,” even if credited, cannot save defendants once they 
were warned and, as held here, in time within which to make the necessary 
changes. Consultation with able counsel is no defense, and action contrary 
to established legal principles cannot withhold the arm of equity from 
imposing the just result required by the facts. 

The legal principles are well established by a host of cases, a few 
of which may be adequate: Albro Metal Products Corporation v. Alper, 
281 App. Div. 68, 96 USPQ 159 (438 TMR 273); Tiffany & Company v. 
Tiffany Productions Inc., 147 Mise. 679 (23 TMR 1), aff’d 262 N.Y. 482 
(23 TMR 117) ; Forsythe Co., Inc. v. Forsythe Shoe Corporation, 234 App. 
Div. 355 (22 TMR 246), aff’d with modification, 259 N.Y. 248 (22 TMR 
327) ; Miles Shoes of N.Y., Inc. v. Niles Bootery, Inc., 235 App. Div. 575 
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(22 TMR 407); Long’s Hat Stores Corporation v. Long’s Clothes, Inc., 
224 App. Div. 497 (18 TMR 562). 

The Albro case went so far as to hold: “Although the parties may not 
be in competition, and we might even accept defendants’ statement that 
they did not know of plaintiff's name and business at the time they 
adopted the name ALBRO, it is still sufficiently clear upon the facts that 
confusion is likely and that plaintiff is entitled to the protection of its 
name against the incursion of defendants.” 

Thus the law has gone so far as to hold that even absent competition 
between the parties, one cannot adopt the name of another which may 
lead to confusing the purchasing public. 

Hill’s Supermarkets, Inc. v. Stony Brook Dairies, Inc., 7 App.Div.2d 
756, 120 USPQ 351 (49 TMR 551), where the court held on appeal that 
proof of actual confusion or loss of business is not necessary, “The likeli- 
hood thereof is sufficient * * *.” 

Plaintiff and its predecessors have used the name BENNETTs for over 
fifty years. Long and prior use with extensive advertising entitled plaintiff 
to protection from those who would copy its name for business purposes 
in a closely related and competitive field. Sullivan v. Sullivan Radio & T.V., 
1 App.Div.2d 609, 110 USPQ 106 (46 TMR 954) ; John B. Stetson Co. v. 
Stephen L. Stetson Co., 128 F.2d 981, 54 USPQ 38 (32 TMR 418), aff’d 
133 F.2d 129, 56 USPQ 282. 

Plaintiff has established a superior and prior right to the name BEN- 
NETTS. That others in the country, in other businesses, have used the name 
BENNETT or BENNETTS cannot protect these defendants under the over- 
whelming credible proof presented herein. Peerless Electric Co. v. Peerless 
Electric, 206 Mise. 965, 103 USPQ 283 (44 TMR 1320) ; Smiling Irishman, 
Inc. v. McDonald, 183 Mise. 985, 63 USPQ 355. 

These defendants cannot claim the right to the name BENNETTS as a 
derivative of its business in Brooklyn near Floyd Bennett Field. Nor 
have defendants shown any basis on which to rest its claim to the name 
BENNETT STORES INC., the intermediate corporate entity; nor the right of 
the Valley Stream Properties, Inc., to use the name BENNETTs in face of 
the ample warning given before its opening for business, H. Co. v. H. 8S. 
Co., 144 N.Y. 462-469; Rochester Savings Bank v. Rochester Sav. & Loan 
Assn., 170 Mise. 983. The use of a “small print” disclaimer cannot save 
defendants. New York World’s Fair 1939 Inc. v. World’s Fair News, Inc., 
163 Mise. 661-666 (28 TMR 27), aff’d 256 App. Div. 373; Nims, Unfair 
Competition and Trademarks, 4th Ed. (1947), sec. 379a, p. 1211. 

Defendants’ lessees who operate the retail businesses in the locations 
in question agree that each business “shall be conducted in such a manner 
as to give the ostensible appearance of being a part of single department 
store operated by landlord under landlord’s name or trade name.” The 
landlord has “no ownership or other right” in the said business. Each 
tenant carries his own insurance, contributes his share of the collective 
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advertising, maintains his own telephone. The sales are not the sales of 
defendants but those of each tenant. The grocery department, operated 
by Dilbert’s Quality Supermarkets, Inc., is an exception. One or more 
such instances are also present in the Valley Stream operation. Defen- 
dants still maintain a dual name pretense: BENNETTs as a medium of general 
advertising and the FLOYD BENNETT DISCOUNT MART on its walls at a side 
space for parking at the Brooklyn operation. 

Defendants’ advertising at first was clearly noncompetitive: FLOYD 
BENNETT MART in equal size capital letters appears in its Il Progresso, 
Daily News, Daily Mirror and New York Post editions in September and 
October, 1957. By January, 1958, the only large word in such advertising 
was BENNETT’s with a fading FLOYD before and the Mart after. Then 
these were dropped entirely and BENNETT’s became the sole word employed 
by September, 1958, and later coincident with the use of an identical form 
for the Valley Stream enterprise. The advertising of the Valley Stream 
BENNETT’s came much closer to the actual lettering on plaintiff’s catalogues 
and circulars. There can be no doubt as to the unfair character of de- 
fendants’ use of the name. The cases cited in defendants’ brief are wholly 
consistent with this conclusion on the facts in this case. “Every question 
of unfair competition present issues of fact rather than those of law 
* * * each case stands upon its own facts.” Boyshform Brassiere Co., 
Inc. v. Modishform B. Co., Inc., 205 App. Div. 14-16 (13 TMR 175). 
“Courts of equity are empowered to restrain the use of names, marks 
and other devices, of whatever character, in various protected areas of 
activity, if their use is designed to deceive or will tend to confuse persons 
addressed * * *” Mele v. Ryder, 8 App.Div.2d 390-393, 122 USPQ 350, 
351 (49 TMR 1203), emphasis supplied. “The test is whether resemblance 
is calculated to produce confusion as to identity and consequent damage”’. 
Eastern Const. Co., Inc. v. Eastern Eng. Corp., 246 N.Y. 459, 464 (18 
TMR 122). “Reasonable probability of loss of business by the plaintiff 
which constitutes the ground for the intervention of a court of equity” 
is the test. It was found wanting in the Kastern Construction Co. ease, 
246 N.Y. 459, 465, but clearly is present on the facts in this case. “What 
is true of all actions, is especially true in a suit for unfair competition: 
disposition of each case peculiarly depends upon the precise state of 
facts disclosed.” Roman Silversmiths v. Hampshire Silver Co., 282 App. 
Div. 21-27, 97 USPQ 578, 580 (43 TMR 1048), aff’d 306 N.Y. 894, 101 
USPQ 350. 

The instant case presents what comes close to being an ideal set of 
facts on which to base injunctive relief. Since there was no actual proof 
of dollar damages allocated to the areas where defendants conduct their 
enterprises, the judgment herein will be confined to injunctive relief 
sought. 

Judgment for plaintiff with costs. 

Settle form of judgment on notice. 
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IN RE D'AMORA 
Trademark Trial and Appeal Board — February 11, 1960—124 USPQ 337 


2.21—REGISTRABILITY—PACKAGES AND CONFIGURATIONS 


Since subject matter of application would be regarded by purchasers merely 
as a label rather than as a trademark indicating origin of applicant’s goods, regis- 
tration is refused even though label includes registrable material. 


Application for trademark registration by Alfonso D’Amora, Serial 
No. 58,992 filed September 16, 1958. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 

Porter, Chittick & Russell, of Boston, Massachusetts, for applicant. 
Before LEACH, WALDSTREICHER, and LEFKOWITZ, Members. 
LEFKOWITZ, Member. 


An application has been filed to register the following on the Principal 
Register for canned peeled and unpeeled tomatoes, and tomato paste, use 
since 1953 being asserted. 


= PEELED TOMATOES - POMIDOROPELATI = J 


Registration has been refused on the ground that the subject matter 
of the application is substantially applicant’s label; and that as such, it 
is unregistrable on the Principal Register. 


Applicant has appealed. 

It is applicant’s contention that, while that which it seeks to register 
is essentially a label, there is nothing in Section 2 of the statute to preclude 
the registration of a label on the Principal Register if it comprises reg- 
istrable matter ; and since its label includes such material, it is so registrable. 

Section 2 provides, in part: 

“No trademark by which the goods of the applicant may be distin- 


guished from the goods of the others shall be refused registration on 
the Principal Register on account of its nature.” (Emphasis added.) 


The question to be determined herein, therefore, is whether or not the 
material presented for registration by applicant is in fact a trademark. 
Section 45 of the statute contains the following definition: 


“The term ‘trademark’ includes any word, name, symbol or device, 
or any combination thereof adopted and used by a manufacturer or 
merchant to identify his goods and distinguish them from those manu- 
factured or sold by others.” 
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While a combination of words, names, symbols, or devices is included 
in this definition, it does not necessarily follow therefrom that any such 
combination is a trademark. It must, by definition, indicate origin of 
the goods in connection with which it is used. See: Ex parte Picot Lab- 
oratories, Inc., 86 USPQ 277 (40 TMR 879) (Comr., 1950) ; and Ex parte 
McPhillips Packing Corporation, 96 USPQ 175 (48 TMR 298) (Comr., 
1953). In the present case, it seems clear that the matter presented for 
registration by applicant, although including registrable material, would 
be regarded by purchasers merely as a label rather than as a trademark 
indicating origin of applicant’s goods; and there is nothing in the record 
to show otherwise. 


DECISION 
The refusal to register on the Principal Register is affirmed. 
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CERTIFIED GROCERS OF ILLINOIS, INC. v. INDEPENDENT 
GROCERS’ ALLIANCE DISTRIBUTING COMPANY 


Trademark Trial and Appeal Board — February 11, 1960 — 
124 USPQ 338 


3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Testimony of employee of opposer that he was sold goods bearing applicant’s 
trademark on requests for goods bearing opposer’s trademark did not support 
opposer’s charges of actual confusion. Evidence of actual confusion can have 
probative value only if the marks are such that reasonable minds might so confuse 
them. 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
RIPE ’N-RAGGED (Applicant) for canned fruits 
RAGGEDY ANN (Opposer) for canned fruits, vegetables, ete. 
Opposition dismissed. RAGGEDY ANN and RIPE ’N-RAGGED do not look or sound 
alike and have completely different connotations. 


Opposition proceeding by Certified Grocers of Illinois, Inc. v. Inde- 
pendent Grocers’ Alliance Distributing Company, application Serial No. 
42,142 filed December 10, 1957. Opposition dismissed. 

Melvin A. Brandt, of Chicago, Illinois, for Certified Grocers of Illinois, Ine. 

Marzall, Johnston, Cook & Root, of Chicago, Lllinois, for Independent 
Grocers’ Alliance Distributing Company. 

Before LEACH, WALDSTREICHER, and LEFKOWITzZ, Members. 


WALDSTREICHER, Member. 

Independent Grocers’ Alliance Distributing Company has filed an 
application to register RIPE ’N-RAGGED for canned fruits. Use since August 
15, 1935 is asserted. 

Registration has been opposed by Certified Grocers of Illinois, Inc., 
registrant of RAGGEDY ANN for canned fruits, canned vegetables, canned 
tomato juice, canned fruit juices, ketchup, chili sauce, olives, pickles, jams, 
jellies and lobster, shrimp and salmon in tin and glass,’ and for canned 
grape juice.” 

Opposer is an association of independent grocery operators, repre- 
senting approximately 750 stores, and sells various grocery items to its 
member stores. On September 1, 1954, opposer purchased for a substan- 
tial sum of money the trademark RAGGEDY ANN from the Raggedy Ann 
Corporation. There is testimony that opposer’s predecessors in interest 
used RAGGEDY ANN as a trademark for a line of canned foods from 1928 
until ownership thereof was transferred to opposer; that annual sales 
during that period ranged from $175,000 to $400,000 and that a regis- 





1. Reg. No. 604,551, issued on Apr. 12, 1955 to a predecessor. 
2. Reg. No. 611,197, issued on Aug. 23, 1955 to a predecessor. 
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tration for that mark issued on April 8, 1930, to a predecessor.* Opposer 
has, since it acquired ownership of the RAGGEDY ANN trademark, sold in 
excess of $14,000,000 worth of goods under that mark. RAGGEDY ANN 
canned foods have been advertised in newspapers, on radio and television 
and by means of billboards, expenditures therefor approximating $95,000. 

Applicant is a voluntary group of independent grocery wholesalers 
and retailers, the wholesalers being franchised members for specified ter- 
ritories distributing to the retailers the numerous private brand products 
packed for applicant. Since at least as early as 1936, applicant’s whole- 
salers have distributed canned peaches, apricots and pineapples under 
the mark RIPE ’N-RAGGED to applicant’s retail members, of which there are 
approximately 5,000 in number. Sales of RIPE ’N-RAGGED canned fruit 
during the period 1949 through 1958 have approximated $9,500,000 at 
retail. RIPE ’N-RAGGED canned fruit has been advertised in newspapers, in 
a nationally circulated magazine and by means of handbills and stuffers. 

The testimony in behalf of opposer as to use of RAGGEDY ANN for 
canned foods by its predecessors from 1928 to September, 1954 is definite, 
consistent and uncontradicted. Opposer’s record is sufficient to show that 
it and its predecessors have used RAGGEDY ANN as a trademark for canned 
foods, including fruits, since a date prior to applicant’s use of RIPE ’N-RAGGED 
as a trademark for canned fruits. The only question remaining for deter- 
mination is that of likelihood of confusion. 

Opposer contends that the record convincingly demonstrates that 
actual confusion of purchasers has resulted and in this regard relies upon 
the testimony of witnesses within its employ. The general effect of the 
testimony is that each witness, in visiting stores operated by retail members 
of applicant, approximately one month before testifying, requested a can 
of RAGGEDY ANN peaches but was sold RIPE ’N-RAGGED peaches in its stead. 
These witnesses were well aware that RAGGEDY ANN peaches were not 
available for sale in the stores that they visited since that product is 
only sold in the retail grocery stores associated with their employer. 
There is no proof that any bona fide customer was ever confused. The 
type of evidence presented by opposer on this question is, as stated by 
the Court in Flintkote Company v. Tizer et al., 115 USPQ 3, 5 (48 TMR 
164) (DC Pa., 1957), “the easiest kind of evidence to get, since salesmen 
are always ready to sell a buyer something ‘just as good’ if what he wants 
is not in stock, which he is entitled to do, but it is also one of the most 
unsatisfactory kinds because it is susceptible of such varying inferences.” 
(See also The Coca-Cola Company v. Victor Syrup Corporation, 104 USPQ 


3. Reg. No. 269,475 (now expired), issued to R. M. Buchanan, d.b.a. Norris- 
Buchanan Co., the immediate predecessor of Raggedy Ann Corporation of which R. M. 
Buchanan owned or controlled the issued stock. 
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275 (45 TMR 465) (CCPA, 1954). The testimony does not support op- 
poser’s charge of actual confusion of purchasers. Moreover, any evidence 
of actual confusion can have probative value only if the marks are such 
that reasonable minds might so confuse them. The Lectroetch Company 
v. The Electromark Corp., 112 USPQ 436 (47 TMR 634) (DC Ohio, 1957). 
It is clear that the marks RAGGEDY ANN and RIPE ’N-RAGGED do not look or 
sound alike and have completely different connotations. It is concluded 
that there is no reasonable likelihood of confusion. 


DECISION 


The opposition is dismissed. 
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ALFRED DUNHILL OF LONDON, INC. v. 
DUNHILL TAILORED CLOTHES, INC. 


Trademark Trial and Appeal Board — 
February 17, 1960 —124 USPQ 343 


3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
It is the general rule not to hold oral hearings on interlocutory motions. 
3.71—REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
A prior civil action which enjoined applicant from making use of the term 
DUNHILL per se but permitted applicant to continue to use the notation DUNHILL 
TAILORS as a trademark for certain goods, is held conclusive as between the parties 
upon applicant’s right to use the mark DUNHILL TAILORS for such goods and precludes 
a finding of damage to opposer from the registration sought by applicant. Appli- 
cant’s motion for summary judgment granted and opposition is dismissed. 


Opposition proceeding by Alfred Dunhill of London, Inc., v. Dunhill 
Tailored Clothes, Inc., application, Serial No. 25,527. Opposition dismissed. 
See also 49 TMR 314. 


Watson, Leavenworth, Kelton & Taggart, of New York, N.Y., for Alfred 
Dunhill of London, Ine. 

Kaye, Scholer, Fierman, Hays & Handler, of New York, N.Y., for Dunhill 
Tailored Clothes, Inc. 


Before BattEy, LEacu, and LEFKOwITz, Members. 


LEFKOWITZ, Member. 


An application has been filed by Dunhill Tailored Clothes, Inc., to 
register DUNHILL TAILORS for men’s suits and overcoats, use since September 
3, 1923 being asserted. 


Registration has been opposed by Alfred Dunhill of London, Inc., 
which alleges ownership of numerous registrations for trademarks con- 
sisting of or comprising the term DUNHILL for such various goods as 
tobacco, cigars, cigarettes, cigar and cigarette lighters, razors, clocks and 
watches, cosmetic preparations, soap and shaving creams, tobacco pouches, 
billfolds, purses, handbags and men’s ties.* 


Each of the parties has moved for summary judgment,’ urging that 
it is entitled thereto in view of the final determination of a civil action 
involving the same parties and subject matter. (Alfred Dunhill of London, 


1. Reg. No. 155,951, issued June 13, 1922 and renewed; Reg. No. 203,732, issued 
Sept. 22, 1925 and renewed; Reg. No. 355,304, issued Mar. 8, 1938 and renewed; Reg. 
No. 356,504, issued Apr. 26, 1938 and renewed; Reg. No. 403,585, issued Sept. 28, 1943; 
Reg. No. 403,661, issued Oct. 5, 1943; Reg. No. 404,218, issued Nov. 9, 1943; Reg. No. 
406,638, issued Apr. 11, 1944; Reg. No. 419,717, issued Mar. 5, 1946; Reg. No. 421,429, 
issued June 4, 1946; Reg. No. 527,207, issued July 4, 1950; Reg. No. 527,208, issued 
July 4, 1950; Reg. No. 534,705, issued Dec. 12, 1950; Reg. No. 539,892, issued Mar. 27, 
1951; Reg. No. 540,389, issued Apr. 3, 1951; Reg. No. 541,949, issued May 8, 1951 and 
Reg. No. 634,071, issued Sept. 4, 1956. 

2. Opposer has requested an oral hearing on the motions. It is the general practice, 
however, not to hold oral hearings on interlocutory motions; and an exception thereto 
appears unwarranted in the present instance. Opposer’s request accordingly is denied. 
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Inc. v. Dunhill Tailored Clothes, Inc., 119 USPQ 325 (49 TMR 314), DC 
NY, 1958.) 

The court in the civil action enjoined applicant from making use of 
the term DUNHILL per se as a trademark for any product whatsoever; but 
permitted applicant to continue to use the notation DUNHILL TAILORS as a 
trademark for various goods, including the items of men’s suits and over- 
coats covered by the application in question. That decision is conclusive, 
as between the parties, upon applicant’s right to the use of the mark 
DUNHILL TAILORS for such goods, and precludes a finding of damage to 
opposer from the registration sought by applicant. See: Dwinell-Wright 
Company v. National Fruit Product Company, Inc., 67 USPQ 120 (Comr., 
1945), and Rum & Maple Tobacco Corporation v. Fleming-Hall Tobacco 
Co., Inc. (United States Tobacco Company, assignee substituted) 106 
USPQ 417 (45 TMR 1398) (Comr., 1955). 

Opposer has argued that notwithstanding the court’s decision, regis- 
tration to applicant must be refused ex parte in view of Section 2(d) of 
the Statute. The decision in the civil action, however, by necessary im- 
plication means that in the court’s opinion confusion would be unlikely 
to result from applicant’s use of DUNHILL TAILORS for certain goods in- 
cluding men’s suits and overcoats and opposer’s use of DUNHILL for the 
goods identified in its registrations, and in this the Board concurs. 


DECISION 


Applicant’s motion is granted; that of opposer is denied; and the 
opposition is dismissed. 





Part Iil 


COOPERS, INCORPORATED v. ROCKY MOUNTAIN TEXTILE, INC. 
D. C., D. Colo. —Nov. 12, 1959 —123 USPQ 423 


7.113—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—CONFUSING 
SIMILARITY 


Judgment for plaintiff. The court found RocKE (or RocKE) for men’s 
hosiery likely to be confused with Jockey for various items of men’s and 
boys’ clothing including hosiery, holding ROCKE (or ROCKE) would rhyme 
with “Hockey” or “Jockey” particularly where defendant used a picture 
of two mountains on its label which would stimulate the pronunciation 
of R-o-c-k-e as “Rocky” as in “Rocky Mountains”. 

See also 48 TMR 1487. 


CONSUMERS UNION OF UNITED STATES, INC. v. 
LECTRA SALES CORPORATION et al. 


D. C., S. D. N. Y.— Sept. 21, 1959 -— 123 USPQ 430 


7.211—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 


Plaintiff’s motion for temporary restraining order for trademark in- 
fringement and for a preliminary injunction granted. 


8.3—COURTS—PRELIMINARY INJUNCTION 


The court found defendant’s use in an advertisement of the words 
“Consumer Reports” would tend to give readers familiar with plaintiff’s 
magazine CONSUMER REPORTS the impression that plaintiff had tested or 
endorsed defendant’s products and held plaintiff entitled to a preliminary 
injunction regardless of defendant’s assurances that they would not in 
the future publish the same advertisement. 


EXECUTIVE EMPLOYMENT SERVICE, INC. v. EXECUTIVES UNLIMITED, INC. 


D. C., E. D. Pa.—Jan. 6, 1960 — 124 USPQ 223 
7.111I—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 


Preliminary injunction against the use of EXECUTIVE is refused because 
confusion in names could benefit both parties, as through increased adver- 
tising that could be attributed to plaintiff; EXECUTIVE is common in em- 
ployment services and respondent is reputable. 
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8.3—COURTS—PRELIMINARY INJUNCTION 


Court refuses preliminary injunction where equities are balanced 
(respondent would be required to terminate lease, discharge employees). 


8.5—COURTS—EVIDENCE 


Conduct or utterances may be admitted without violating the hear- 
say as circumstantial evidence of the speaker’s state of mind where his 
state of mind is relevant, and statements asserting one’s present state of 
mind are admissible under the “State of Mind Exception” to the hearsay 
rule when made under non-suspicious circumstances. 


LATTA BROOK CORPORATION v. BO PRODUCTS CORPORATION 
N. Y. Sup. Ct., App. Div., 3rd Dept. — Nov. 13, 1959-—123 USPQ 470 


7.217—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE 
SECRETS 


8.2—COURTS—PLEADING AND PRACTICE 


Order of the Special Term granting defendant’s motion to dismiss 
complaint was reversed. 

The court held complaint on its face was good which alleged that 
defendant “disclosed or caused to be disclosed to strangers and to persons 
other than the plaintiff * * * the formulae and process” described in the 
contract “in such manner as to destroy the secrecy regarding such formulae 
and process” to the injury of plaintiff’s property right in such formulae 
and processes. 


McGRAW-EDISON COMPANY v. TREVOR, doing business as 
TREVOR RADIO AND APPLIANCE COMPANY et al. 


N. Y. Sup. Ct., Spec. Term, N. Y. Co. — April 28, 1959 —123 USPQ 471 


7.211—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 


Judgment for plaintiff. The court held that defendant retailer should 
be enjoined from removing the number plate and obliterating the stencil 
on plaintiff’s appliances as such actions interfered with the buyer’s right 
to obtain a guarantee from plaintiff and plaintiff’s customer relationships 
were likely to deteriorate as a result of that interference. 
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SWIFT & COMPANY v. SOUTHWEST FERTILIZER & CHEMICAL COMPANY 
CCPA — July 7, 1959 — 123 USPQ 442 


2.13—REGISTRABILITY—EVIDENCE 


The court held evidence of opposer’s employee that third parties had 
told him they had purchased opposer’s product and showed him applicant’s 
bags, even if admissible, was entitled to little weight. 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


SWF superimposed on a picture of an arrowhead aimed at a bullseye symbol 
formed from the concentric letters ‘““CCo”, swraRo and SWFKILL (Appli- 
eant) for fertilizers and insecticides. 

SWIFT and swiFtT’s (Opposer) for numerous products including fertilizers 


and insecticides. 


The court affirmed the decision of the Commissioner dismissing the 
oppositions holding that SWFGRO, SWFKILL and SwF with a design was not 
likely to be confused with SWIFT or SWIFT’s. 

Case below reported at 48 TMR 202. 


MANPOWER, INC. v. UNIVERSAL INTERCHANGE, INC. 
Tm. Bd.—Nov. 23, 1959-—123 USPQ 452 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


MANPOWER (Applicant) for a magazine directed to placement of trained 
personnel for business organizations. 


MANPOWER (Opposer) for service of furnishing employees to business groups 
on temporary or part-time basis. 


Opposition sustained. The court held persons familiar with opposer’s 
MANPOWER services of furnishing temporary employees would be reason- 
ably likely to assume that MANPOWER magazine directed to placement of 
trained personnel originated with, was sponsored by, or was in some way 
associated with opposer. 


GENERAL CIGAR CO., INC. v. T. E. BROOKS & CO. 
Tm. Bd.—Nov. 23, 1959 -—123 USPQ 453 
3.71—REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


Where applicant is not seeking to register the design features ap- 
pearing on the containers for its goods, the Board held any similarities 
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between designs appearing on the containers of applicant’s and opposer’s 
i=) 5 

goods have no bearing on the question of confusing similarity between 

word marks. 


3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Testimony by an official of opposer relating to a colloquy involving 
himself, another employee of opposer and a storekeeper to the effect that 
storekeeper thought that applicant’s cigars he was selling were opposer’s 
cigars was held to be hearsay. 

Testimony of opposer’s employee that he found applicant’s cigars in 
place reserved for opposer’s cigars was held, by itself, to be no indication 
of any actual confusion. 

An isolated instance in a trade journal reporting opposer’s cigars 
under applicant’s trademark was held not sufficient to establish probable 
confusion or mistake. 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
WM. TELL (Applicant) for cigars. 
WM. PENN (Opposer) for cigars. 
Opposition dismissed. The Board held wm. Te. for cigars was not 
likely to be confused with WM. PENN for cigars because both names were 


so well-known to the public as a legendary Swiss marksman and the name 
of the founder of Pennsylvania respectively. 


GENERAL CIGAR CO., INC. v. ALLIED CIGAR CORP. 
Tm. Bd.—Nov. 23, 1959 —123 USPQ 454 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
WILLIAM TELL (Applicant) for cigars. 


WM. PENN (Opposer) for cigars. 


Opposition dismissed. The Board held wiLLiaAm TELL for cigars was 
not likely to be confused with WM. PENN for cigars. 


ALLIED CIGAR CORP. v. T. E. BROOKS & CO. 
Tm. Bd.—Nov. 23, 1959 —123 USPQ 454 
3.6—REGISTRATION PROCEDURE—INTERFERENCE 


Registration for WILLIAM TELL for cigars authorized to Allied and 
for WM. TELL for cigars refused to Brooks. 
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In an interference proceeding, the Board found that the prior user 
obtained mark by oral agreement from an agent who had received the 
mark by assignment from third party and held this testimony was uncon- 
tradicted. The record also showed that prior user had used the mark in 
its own behalf since a date prior to the first use by other applicant. 


IN RE MAGNETICS, INC. 
Tm. Bd.—Nov. 24, 1959 -—123 USPQ 455 


2.32—REGISTRABILITY—SYMBOLS 


The Board refused to register a background design as a trademark 
holding that where a background design is used with a word mark creating 
a single commercial impression the background design per se is not reg- 
istrable unless a secondary meaning therein is established. 


IN RE WAX & VITALE 
Tm. Bd.—Nov. 24, 1959 -—123 USPQ 456 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Registration refused. The Board held the word spica within a com- 
posite mark for canned, bottled and preserved food, including pizza, sauces 
for alimentary pastes and olive oil, was likely to be confused with prior 
registration of the letters 8.P.1.4.4. with composite mark for alimentary 
pastes (macaroni, spaghetti and the like). 


HANDMACHER-VOGEL, INC. v. SHULMAN FABRICS, INC. 
Tm. Bd.—Nov. 24, 1959 -—123 USPQ 457 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


WEATHERBACK (Applicant) for fabric in the piece of cotton, rayon or 
synthetic fibers. 


WEATHERVANE (Opposer) for piece goods made wholly or partially of cel- 
lulose derivatives, women’s suits, skirts, jackets and hats. 


Opposition dismissed. The Board held WEATHERBACK was not likely 
to be confused with WEATHERVANE. 
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IN RE INDUSTRIAL CONDENSER CORP. 
Tm. Bd.—Nov. 24, 1959 —123 USPQ 458 


2.1—REGISTRABILITY—IN GENERAL 


Registration for the mark “pb” refused where Board found specimen 
filed with application showed use of the letter “D” only as part of the 
designation STABELEX “D” CAPACITORS and held the letter “Db” was not reg- 
istrable apart from the term sTABELEX. 


LESTER PINCUS SHOE CORPORATION v. BARBER 
Tm. Bd.—Nov. 25, 1959 — 123 USPQ 458 


2.2—REGISTRABILIT Y—ABANDONMENT 
5.5—CANCELLATION PROCEDURE—EVIDENCE 


Petition for cancellation granted. The Board held petitioner’s evi- 
dence of research by three leading shoe trade publications which main- 
tained a record of all currently registered trademarks pertaining to foot- 
wear and inquiries of one of the largest producer of shoe boxes was sufficient 
to establish prima facie showing of abandonment of prior registered trade- 
mark particularly where registrant took no testimony. 


IN RE MILLER SHOE CO., INC. 
Tm. Bd.—Nov. 25, 1959 —123 USPQ 459 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 


Registration granted. The Board held that the average purchaser 
would regard sor - Toz as a trademark for applicant’s shoes and regis- 
tration to applicant of this mark could not preclude the trade from 
making a fair and proper use of “soft toe” or “soft toes” in their primary 
sense to describe a shoe of a certain type or construction. 


CATALINA, INC. v. MILLER doing business as FASHION ACCESSORIES 
Tm. Bd.—Nov. 25, 1959 — 123 USPQ 460 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


CATALINA (Petitioner) for play-suits, blouses, athletic trunks and bras- 
sieres, men’s and women’s sport shirts and knitted garments—namely, 
coats, jackets and vests; men’s, women’s and children’s swim suits, 
bathing suits, pajamas, blouses, sweaters, beach coats, beach sandals; 
and various items of men’s, women’s and children’s sportswear. 
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CATALINA (Registrant) for sunglasses. 


Petition for cancellation granted. The Board found that registrant’s 
sun glasses and petitioner’s sportswear and accessories were sold to same 
classes of purchasers, through the same trade channels and held purchasers 
familiar with CATALINA sportswear, swimwear and accessories would be 
quite likely to assume that CATALINA sunglasses originated with or were 
in some way connected with the same producer. 


5.5—CANCELLATION PROCEDURE—EVIDENCE 


Where registrant introduced copies of sixteen third party registrations 
for marks comprising CATALINA to establish it as a “weak” mark, the Board 
held petitioner’s right to use CATALINA extended not only to articles to 
which it applied but to such other articles as might naturally be supposed 
to come from it, regardless of fact that mark was registered by others 
for many different products. 


ERLEN PRODUCTS COMPANY v. THE GILLETTE COMPANY 
Tm. Bd.—Nov. 25, 1959 — 123 USPQ 462 


1.114—TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 14 
1.115—TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 15 
5.1—CANCELLATION PROCEDURE—IN GENERAL 


Petition for cancellation dismissed. The Board found that the issues 
in the instant cancellation proceeding were precisely the same as those 
in a prior interference (between petitioner’s application to register 
TONICOOL for shampoo and registrant’s application to register Toni for 
shampoo) which had been dissolved on the basis of registrant’s incon- 
testable registration of ToNI for permanent waving kits and held the prior 
decision of the court prevented petitioner from qualifying under Section 14 
as one who is or will be damaged by the registration sought to be canceled. 

See also 46 TMR 507, 48 TMR 760. 


MORTON SALT COMPANY v. DIXIE DAIRY COMPANY 


Tm. Bd.-— Dec. 4, 1959 — 124 USPQ 242 
3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


While it is alleged in opposer’s pleading that opposer has long used 
and is owner of specified registrations for mark appropriated to desig- 
nated goods, it is not alleged that applicant’s mark so resembles that 
pleaded by opposer as to be likely, when applied to applicant’s goods, to 
cause confusion or mistake or to deceive purchasers, nor does pleading 
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otherwise state facts which would purport to show that opposer would 
be damaged by registration of applicant’s mark; pleading does not state 
claim on which relief could be granted; opposition is dismissed on motion. 


IN RE VARI-KROM, INC. 
Tm. Bd.—Feb. 1, 1960 — 124 USPQ 242 
2.7—REGISTRABILITY—COLOR MARKS 


Color arrangements which are arbitrary in nature used in the back- 
ground of a word mark may be registered on the Supplemental Register 
if this arrangement distinguishes applicant’s goods. 

See also 49 TMR 779, 49 TMR 1014. 


THE FRITO COMPANY v. ARTIE’S FOOD PRODUCTS, INC. 
Tm. Bd.—Feb. 11, 1960-—124 USPQ 340 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
AaRTOs (Applicant) for corn chips. 
FRITOS (Opposer) for corn chips, ete. 
Opposition sustained. The resemblances between ARTOs and FRITOS is 


such that confusion, mistake and deception of purchasers would be quite 
likely to occur. 


HOUSE OF WORSTED-TEX, INC. v. THE THEODORE KOTZIN CO., LTD. 


Tm. Bd.—Feb. 11, 1960—124 USPQ 341 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


TAPER Ivys (Applicant) for men’s and boys’ trousers. 


IVY LEAGUE (Opposer) for wearing apparel for men, women and children. 


Opposition dismissed. The marks do not look alike, are readily dis- 
tinguishable in sound and Ivy LEAGUE is suggestive of a style of clothing 
worn by students at certain Eastern colleges while TAPER Ivys has no such 
suggestive significance. 
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HOUSE OF WORSTED-TEX, INC. v. A-1 MANUFACTURING CO. 
Tm. Bd.—Feb. 11, 1960 —124 USPQ 341 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
PEGGER Ivys (Applicant) for men’s and boys’ trousers. 
IVY LEAGUE (Opposer) for wearing apparel for men, women and children. 
Opposition dismissed. In view of the differences between the marks 


in both sound and appearance, it is concluded that there is no reasonable 
likelihood of purchaser confusion, mistake or deception. 


CHEMEX CORPORATION v. ATLAS POWDER COMPANY 
Tm. Bd.—Feb. 11, 1960—124 USPQ 342 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


CHEMEX (Applicant) for chemical composition composed essentially of 
ammonium nitrate for use with explosives. 


CHEMEX (Opposer) for coffee makers, filter papers, glass kitchenware and 
bottle coolers which utilize a nitrate of ammonia salt as a cooling agent. 


Opposition dismissed. Opposer’s use of its mark CHEMEX for a nitrate 
of ammonia salt for use as a cooling agent was subsequent to the date on 
which applicant filed its application. Opposer’s other goods and appli- 
eant’s goods are normally sold to different classes of customers in different 
fields for completely unrelated uses; it is concluded that there is no likeli- 


hood of confusion. 
See also 49 TMR 1219. 


COTY, INC. v. RICHARD HUDNUT 


Tm. Bd.—Feb. 17, 1960-—124 USPQ 344 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


VIBRANCE (Applicant) for facial cream mask. 


VIBRANT RED (Opposer) for cosmetic and toilet preparations, including face 
creams. 


Opposition sustained. VIBRANT and VIBRANCE while differing in some 
respects, are practically identical in sound, and the similarity between 
them in this respect alone is considered to be such as to be likely to cause 
confusion in trade. 





